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I.  Introduction

The federal trademark law of the United States, the Lanham Act,
 is now 60 years old.  Commentators often describe it as “an extraordinary success.”
  The most famous trademarks, such as Coca Cola or Microsoft, are now valued at nearly $100 billion.
  On what do these commentators base these conclusions?  Is the Lanham Act truly an extraordinary success?  Who benefits by this “success”?


On January 29, 2007, the New York Times ran a front page article indicating that the Levi Straus Corporation was using trademark litigation to secure market share, even while the Levis blue jeans continued to tumble in popularity.
  For people knowledgeable about trademark law and practice, what makes this newspaper article noteworthy is not that Levi’s is engaged in such conduct.  What makes it significant is that this notion has finally made it to the popular press because all trademark holders
 are encouraged to engage in this conduct.  That is, virtually all trademark holders use trademark litigation to secure market share by suing competitors and thereby increasing the competitor’s cost of market entrance or market continuation.


This is not an exceptional thesis statement for people knowledgeable about trademark law and policy.  However, documentation of this fact has been sparse.  This article documents this trend.  


Of course, trademark holders must police their trademarks or suffer the fate of a court subsequently finding that trademark holders acquiesced to infringing uses or that the mark now lacks distinctiveness.
  Therefore, when truly infringing
 or dilutive
 conduct is detected, the trademark holder really must act.
  The trademark holder does not have to send cease and desist letters to all infringers nor sue every infringer.  The trademark holder needs only to be reasonable.
  If long periods of infringing use are not objected to, the trademark holder may experience difficulty in subsequently enforcing that mark.
  Therefore, policing the mark is a necessary part of trademark maintenance.


The normal course of conduct is the trademark holder sends a cease and desist letter to an offending user of a mark and objects to that usage.
  If ignored or the other party responds that it will not cease use, an infringement or dilution law suit may result.  This is the normal, rational course of conduct in trademark litigation.


Today, trademark holders are using this course of conduct to expand their trademark rights, not just to object to truly objectionable uses.  That is, some trademark holders send thousands of cease and desist letters to the point that there are now “sample” cease and desist letters available on the Web.
  These cease and desist letters are followed by hundreds of trademark infringement filings.
  These cases are not necessarily prosecuted to a conclusion on their merits.  In fact, if prosecuted to a trial on their merits, the trademark holder/plaintiff would likely lose because they are not always meritorious claims.
  This conduct is referred to as “strike suits.” 
 These are law suits and, in the trademark context, cease and desist letters that have a different objective than to merely stop the use or conduct of the would-be defendant.  Their objective is to raise the cost of market entrance or continuation for the competitor.


One result of this conduct is that a small fraction of all law suits filed actually reach trial.  Only 1.3% of federal trademark cases terminated after or during trial in 2006.
  Although much is said about litigious Americans,
 the ratio of trademark cases that reach a trial on the merits continues to go down,
 all the while the total number of cases filed continues to go up.
  Of course, there may be several causes for the shrinking percentage of cases that make it to a trial on the merits (like money, time, etc.), the data reported here suggests that one cause of this small percentage is the prevalence of strike suit conduct.


This strike suit conduct is also prevalent in the registration stage of the trademark before the Patent and Trademark Office. 
   In this case, a trademark holder objects to the registration of a mark.  The objection is based on the idea that the trademark holder has to plow a wide path through commerce in the United States.  The wider this path is, the better it is for the existing trademark holder–better in the sense that the more third parties acquiesce to its use, the stronger the mark becomes.


As the trademark holder plows this wide swath through American commerce through strike suit conduct in litigation before Article III style courts, cease and desist letters, or objecting to the registration of marks before the PTO, the trademark holder’s mark becomes that much more distinctive and strong.


As this conduct occurs, gradually, but assuredly, the actual scope of protection of the trademark broadens.  As the trademark scope broadens, the mark becomes more distinctive.  As it becomes more distinctive, the more likely it is that a skilled litigant will be able to argue that it has become famous.  Once famous, it becomes subject to protection from dilution.
  Once a mark is protected from dilution, it has reached the zenith of its power to exclude others, regardless of whether the goods on or in connection with which the marks are used are in competition.  That is, once the mark becomes famous and eligible for dilution protection, competition no longer is relevant.
  This is the intended lifecycle of trademarks.


I call this strike suit conduct, be it in the cease and desist stage, litigation stage, or registration stage, trademark extortion.


The effects of trademark extortion are as follows:

1) 
The scope of the trademark grows through this extortion rather than through use;

2) 
Competition is made more expensive and therefore there is less of it as parties avoid conflict with an existing market player; 

3) 
Once the scope of the trademark becomes wide enough, the holder of the trademark can call its mark “famous” and take advantage of all that the Federal Trademark Dilution Act has to offer; 

4)
Parties use trademark extortion as a tactic for reasons beyond just winning in court.  As a result, trademark rights are not based on use, as the Constitution and the Lanham Act demand,
 but, instead, based on trademark extortion; 

5) 
The entire idea of the FTDA was to protect famous marks from dilutive conduct, yet to the extent trademark holders are creating their fame through trademark extortion rather than through use, the FTDA is not served.  Ironically, the FTDA actually encourages trademark extortion because it places such a premium on making a mark famous.  Therefore, to make its mark famous, trademark holders will do anything in this process, including trademark extortion.  

 II.  The Problem

The essence of the problem is, for example, Company A has an existing market share in the orange juice market.  Companies A, B and C comprise the vast majority of the market share for orange juice.  What happens when Company D attempts to enter the market for orange juice (or expands an existing nominal share)?  Of course, it is not in Company A’s interests to see, encourage or tolerate Company D’s existence in the market place for orange juice.  As the number of competitors grows in any give market, here orange juice, the corresponding price that the remaining parties, here including Company A, can charge goes down.  


This is a basic theory, of course, of capitalistic competition.
  The corresponding notion also is true: when one company possesses 100% or near 100% of the market share, the more monopoly rents they can charge to have access to their goods or services.


Therefore, Company A has a rather serious, institutional objective to not sit idle while Company D enters the market for orange juice or expands its existing market share.  


Company A can do several things in regards to Company D’s market entry.  It can attempt to exclude Company D from the market by raising its market entrance costs to some prohibitively high point.  Company A can also make its mark more distinctive and therefore drive down the relative search costs between Company A’s orange juice and Company D’s orange juice.  That is, growing the relative distinctiveness is also a logical competitive strategy for Company A.


On the other hand, Company A might sue Company D for frivolous or non-frivolous trademark infringement.  A perfect example is Levi’s conduct.  As Levi’s attempts to wrestle back market share by opening free-standing designer jean stores, along the lines of the competitors that drove down Levi’s market share such as Abercrombie or American Eagle, Levi’s is, as documented by the New York Times, engage in trademark extortion.

II.  The Rise of the Lanham Act

To say that the Lanham Act rose out of the ashes of World War II would not overdramatize reality; however, the context of the Lanham Act far pre-dated World War II.


One of the earliest trademarks was G. WASHINGTON, registered by George Washington in 1772 for use on flour.
  At that time, the man who would become the first president was a mere farmer and businessman.


The first United States trademark legislation was proposed by a private citizen, Samuel Breck, in 1791.  Mr. Breck was a manufacturer of sailcloth in Boston and proposed that his group of proprietors be given the “exclusive privilege of using the particular marks they have adopted for designation of sail-cloth of their manufactory.”
 


The House of Representatives voted to refer the matter to the Secretary of State, Thomas Jefferson.
  To this day, Jefferson’s contribution to trademark and patent law is memorialized by the fact that one of the five principle buildings that makes up the Patent and Trademark Office is named after Jefferson.
  Jefferson correctly saw that any such legislation must be grounded in the Commerce Clause of the Constitution.
  Jefferson perceived that exclusive rights to use a trademark had potentially significant economic effects, that a trademark registration system would be useful in streamlining and equalizing access to those rights, and that trademark infringers should be punished.
  Although the 2nd Congress of the United States defeated Jefferson's proposed trademark law,
 Jefferson's insights on the subject proved instrumental much later in the 1946 Act.


In 1870, the actual first trademark legislation was passed into law in the United States.
  The Act of 1870, loosely speaking, granted rights upon registration, not upon use
 and claimed the Patent and Copyright Clause of the Constitution
 to be the basis of the legislation.   This clause gives Congress the authority “to promote the Progress of Science and useful Arts, by securing for limited Times to Authors and Inventors the exclusive Right to their respective Writings and Discoveries”.
  In 1879, the Supreme Court struck this Act down as unconstitutional.
  The Supreme Court held that trademarks were not “writings” as envisioned in Article 1, Section 8, Clause 8 of the United States Constitution and therefore, if federal trademark protection was to be constitutional, it must find its grounding elsewhere.


In 1905 a new trademark law was enacted.
  Although this law was characterized by one of the most influential trademark commentators of the day as a "slovenly piece of legislation, characterized by awkward phraseology, bad grammar and involved sentences [whose] draftsman had a talent for obscurity amounting to genius,"
 it lasted until 1947 when the Lanham Act took effect.


In 1938, the first draft of what became known as the Lanham Act was submitted to Congress and discussed at length.
  It, of course, failed to pass.  


On June 17,1939, H.R. 6618, another version of what became known as the Lanham Act, passed the House and the Senate on June 22, 1940.  After passage in the Senate, a motion to reconsider was entered and agreed upon.
   The bill was, therefore, returned to the calendar and not acted upon again during that session of Congress.


In 1941 during the 77th Congress, H.R. 5461 and S. 895 were submitted to each respective House of Congress.
  Once again, after one version passed the House it was subsequently referred by to Subcommittee and action was deferred on December 15, 1942.


During the 78th Congress, H.R. 82 was submitted to Congress and ultimately passed by the House on June 28, 1943.
  That bill was referred to the Committee on Patents but action was deferred on December 14, 1944 and no further action was taken before the close of that Congressional session.


Finally, during the 79th Congress in 1946, the Lanham Act was passed, signed into law and codified.
  It took effect on July 5, 1947.


Once passed, the Lanham Act was considered a very significant accomplishment.  If it were so important,
 why did it take eight years of specific legislative attempts,
 some 40 years of existence under the “slovenly piece of legislation”
 and almost 70 years after the Trademark Cases struck down the Act of 1870 to provide a comprehensive federal trademark statute?


The most well-known answer to this question is the idea that the American economy underwent a very important transformation, culminating in the end of World War II.  

By 1946, all of that changed.  Technological advances in transportation and communication, innovations in manufacturing, the development of sophisticated advertising and marketing schemes and a huge increase in consumer products, brand names and competition in general virtually compelled substantial statutory revision of the laws protecting trademarks and free competition.


Of course, the technical answer is that the Lanham Act is a statute which codifies the common law.
   As a codification, clearly it takes time for the common law to develop, one adjudication at a time.
  In addition, we presume when we say it was a codification of common law that there was one, consistent body of trademark law that the Lanham Act codified.  In fact, the common law under the 1905 Act was diverse.
 Therefore, the Lanham Act was not so much of a codification as a selection of which common law it would codify.  To be sure, this process took time and was not free of controversy.


The Lanham Act is also seen as a great expansion of trademark rights.
  This expansion of trademark law through the Lanham Act is considered by some as an inappropriate statutory gift to corporations.
  Where the common law of trademarks required state-by-state investment by the trademark holder,
 the Lanham Act now conferred nationwide protection upon a simple trademark registration application form.  Previously, trademark holders had to file independent registrations with each State.  Prior to the Lanham Act, corporations even engaged in “self help”.  That is, something called the “Thomson Register”
 became a popular form of “registration”.  Because there was no significant federal registration system in place, corporations claimed rights and made those rights known to the world by having their trademark appear on the Thomson Register.  Although no enforcement, of course, was possible, it was a popular form of self help and deterrence.  In 1938, over 75,000 trademarks were registered on the Thomson Register.
  


Another explanation for why took so much time to come to a conclusion on the Lanham Act was the need to find constitutional grounding for the Act.  In 1879, the Supreme Court held that using the Patent and Copyright Clause as justification was inappropriate.  Where, then, would constitutional justification be found?


Of course, the Commerce Clause of the Constitution
 is, today, the ultimate justification for the Lanham Act,
 but getting there seems to have been a challenging road.  In the three terms during the years of 1933-36, the Supreme Court struck down 11 of 13 cases dealing with New Deal legislation, much of it for violating the Commerce Clause.
   However, from December of 1936 to May of 1937, the Supreme Court upheld all eight cases regarding New Deal legislation that it confronted, all based on a newly revitalized Commerce Clause power.
  Whether this was because of Roosevelt’s failed plan to “pack” the court
 or a simple conversion of judges to his New Deal scheme based on his popularity
 is irrelevant here.  What is relevant is the fact that the Commerce Clause became the basis for much federal legislation that otherwise may be been deemed improbable.  That is, this new view of the Commerce Clause made a significant federal trademark regulation regime possible in the eyes of the Courts and Congress.


An even better explanation of why it took so long for the United States to adopt a modern, nationwide system of trademark protection, however, can be found in the development of the United States’ economy
 and the size of the United States government during and immediately after World War II.
  


That is, it took World War II to make Americans realize that it was far better off as a made during the negotiations that lead to the Lanham Act was that because goods traveled in one national marketplace, a unified system of trademark laws became necessary to avoid inefficiencies that would be passed on to consumers as manufacturers tried to compete in 50 different jurisdictions under 50 separate trademark laws


In fact, the Supreme Court has recognized this as follows:

Congress enacted the Lanham Act in 1946 in order to provide national protection for trademarks used in interstate and foreign commerce. Previous federal legislation, such as the Federal Trademark Act of 1905, reflected the view that protection of trademarks was a matter of state concern and that the right to a mark depended solely on the common law. Consequently, rights to trademarks were uncertain and subject to variation in different parts of the country. Because trademarks desirably promote competition and the maintenance of product quality, Congress determined that "a sound public policy requires that trademarks should receive nationally the greatest protection that can be given them."
 


World War II, of course, had a profound effect on the United States as a country.
  During World War II, the United States government expanded greatly.  It became engaged in everything from local road production to ease the flow of people, materiel and completed war munitions
 to a variety of “instant industries.”
  


With a new sensitivity to a national economy made possible by such things as the roads the United States federal government constructed during World War II to ferry war materiel but that was now being used by independent corporations to ferry food stuffs and other consumer goods, it became imperative that the United States adopt a federal trademark regime that would match the newly found national marketplace
 that was made possible by the development that was created 
because of World War II.  


World War II is said to have had three significant legacies on the government-business relationship.  First, starting with Franklin D. Roosevelt, the office of the President was recognized the power to control, reorganize as he saw fit, and enliven a large and growing federal bureaucracy.
  Second, the politics of pluralism prevailed in the post-war era, seeing the rise of consumer, environmental and civil rights movements.
  Third, it established thoroughly and inextricably in the minds of Americans that the Federal Government was responsible for individual well-being.
  Each of these legacies bears directly upon the development of a federal trademark statute.


First, the Lanham Act was to be overseen by a centralized, federal bureaucracy.  The Lanham Act gives control of the trademark registration system to a federal agency (the Patent and Trademark Office) that cold be ultimately controlled by the President.
  This gave the President the ability to set overall policy, control the PTO’s budget and manipulate, but also be responsible for, its operations. 


Second, pluralism helped establish that one, unified system of trademark protection was needed.  The United States could no longer tolerate a piece-meal approach to trademark law that the 1905 Act represented.


Third, and most significantly, one point that permeated discussion of the proposed statute that became the Lanham Act was that it would protect the consumer from confusion.  That is, the Federal Government was charged with the well-being of the individual citizen in the form of a trademark statute.


Another factor that has influenced the rate of litigation of trademark cases has been the un-even enforcement of antitrust laws.  In the 1970s, the U.S. government was very aggressive in enforcing antitrust laws against trademark holders who attempted to assert their rights.
  Today, based largely on the Chicago school of law and economics,
 we now believe that protecting trademarks actually promotes competition.
  As competition increases, the total price paid for a good or service goes down and the American capitalistic model is satisfied. 

III.  Predation



Naturally, trademark holders are rent-seekers.
  A rent-seeker is an entity that spends its finite resources to capture artificially inflated prices for their goods or services.
  Trademark holders are natural rent-seekers because they benefit by any increased price for a good or service above the marginal cost of making that good or service.  Predation facilitates rent-seeking conduct.  


Predation consists of the process of excluding competitors by a variety of means.  The means used could be reducing the cost paid by a purchaser to less than it cost the firm to make the good, or dumping.
  Thereby, the market share of the firm increases as the number of competitors decrease if they are not able to match the downward price pressure placed on the good or service by the predator firm.  Predation can also be accomplished by suing, or threatening to sue, or suing others, or creating a reputation or impression in the minds of market entrants that the predator will sue for, among other things, trademark infringement.  Such non-price predatory conduct raises competitor costs and deters entry.


Predation is a rational, wealth maximizing strategy, not because there is profit in predation but because there is profit in the threat of predation.  That is, the fear or perceived threat of predation acts as a deterrent to market entry by third parties.
  The less competition, the more successful a firm will be a rent-seeking.


Raising rivals’ costs is another way a firm might engage in rent-seeking conduct.  As rivals’ costs increase, the firm gains by not spending to match those increased costs. 


In fact, sometimes raising rivals’ costs has advantages over predatory pricing.
  If, for example, the firm is competing with high cost firms rather than low cost firms, it can remain profitable even if the rival does not exit the market. 
 


Also, while attempting to raise rivals’ costs, it is not necessary to sacrifice profits in the short term for “speculative and indeterminate”
 profits in the long run.  As cost rising strategies do not require the sacrifice of profits in the short run, the predator has an incentive to carry out its threats.
 


Cost raising strategies also do not require that the predator have deeper pockets or superior access to financial reserves in the form of bank loans or stock offerings. 
  


Unlike predatory pricing, cost-increasing strategies can often be made irreversible.
   These strategies are beyond the scope of this piece but they might include the Intent-to-Use system of trademark registration
 practice which deters entrance by allowing the predator to register its intent to use a trademark, thereby excluding competing uses, for up to three years.
  Would-be competitors’ costs are increased because of the ITU system because they think they have to find an alternative trademark if the same or even similar mark is registered by the predator for the same or similar goods.  


In fact, perhaps the most significant cost increasing, permanent strategy that greatly benefits the predator is the federal Trademark Dilution Act of 1996.
  Under the dilution provision of the Lanham Act, the costs of even non-competitors is increased an indeterminate amount as they first have to incur the cost of knowing that the dilution statute exists and provides predators with dilution rights and then they must incur the cost of avoiding dilutive conduct.  As it is not precisely clear what counts as dilutive conduct,
 the non-competitor must also incur the cost of this unpredictability.


Regardless of cost increasing strategies or market exit strategies, the result for the predator is that its rent seeking goals are achieved.


Of course, another and more obvious way a firm can seek rent it to make its trademark more distinctive.  A more distinctive trademark will earn the firm quicker and less expensive rents as it will not have to invest in advertising aimed a product differentiation.  


Rational buyer behavior when confronted by less than perfect information about product differentiation or product quality gives great advantages to the initial market entrant or the first entrant to capture consumer confidence through use of its trademark.  When consumers become convinced that the one product or service in a class of goods or services performs satisfactorily, that product bearing a specific trademark becomes the standard against which all other entrants must compete.  The new market entrant, therefore, must incur the cost of informing the public that its product or service is equal to or better than the standard.
 


In fact, multi-national suppliers of goods and services seem to be quite successful at predation.  The following graph shows that in 21 popular products, the number one seller has remained the number one seller for over 60 years.  In only two instances did the number one seller loose its status as the number one seller and, in each case, it only dropped to the number two seller.   This seems to be further evidence of predation.  In normal markets, one would not expect the number one seller of a good or service to remain the number one seller of that good our service for over 60 years.
  However, that is precisely what has happened.  

Figure 1: Brand Comparison between 1925 and 1985

	Product
	Leading Brand in 1925
	Leading Brand in 1985

	Bacon
	Swift
	Leader

	Batteries
	Eveready 
	Leader

	Biscuits
	Nabisco
	Leader

	Breakfast Cereal
	Kellogg’s
	Leader

	Cameras
	Kodak
	Leader

	Canned Fruit
	Del Monte
	Leader

	Chewing Gum
	Wrigley’s 
	Leader

	Chocolates
	Hershey’s
	Number 2

	Flour
	Gold Medal
	Leader

	Mint Candies
	Life Savers
	Leader

	Paint
	Sherwin-Williams
	Leader

	Pipe Tobacco
	Prince Albert
	Leader

	Razors
	Gillette
	Leader

	Sewing Machines
	Singer
	Leader

	Shortening
	Crisco
	Leader

	Soap
	Ivory
	Leader

	Soft Drinks
	Coca-Cola
	Leader

	Soup
	Campbell’s
	Leader

	Tea
	Lipton
	Leader

	Tires
	Goodyear
	Leader

	Toothpaste
	Colgate
	Number 2


III.  Methodology

The methodology used in conducting this study was, to say the least, challenging.  The objective was to locate all reported cases that relied on the Lanham Act.  First, the Westlaw database was searched using the search string as follows:  

"sy(trademark) & da(aft X/XX/XX & bef X/X/XXXX)".  It was important to overreach with dates and subject matter to be certain that all Lanham Act cases would be found.  Therefore, from July of 1946 through December 31 of 2005, I found 7,414 reported cases.  The Lanham Act took effect on July 5, 1947.  


Nine research assistants where employed to brief each case.  I then went through these briefed cases, one-by-one.  The first pass through was to delete from the database cases which were obviously not substantive Lanham Act cases.  All procedural cases or other cases that were actually not substantive Lanham Act cases were deleted.  The result of this was that approximately 3,500 cases remained.


Next, I conducted a very close read of the brief of the cases and where it was not blatantly obvious that the case was a substantive trademark case, I read the case itself to verify whether it was a dispositive opinion terminating a case based on the Lanham Act.   The result was that were 3,048 cases that dealt dispositively and terminally with a Lanham Act claim. 


Finally, I ordered the cases alphabetically using Excel spreadsheet to detect and delete duplicate opinions.  The last opinion reported in time that resolved a trademark claim became part of the data reported herein.  Therefore, the final result is that the database of all reported Lanham Act cases that dealt dispositively and terminally with a trademark claim was 2,659 cases between July 5, 1947 and December 31, 2005.  


Of course, a few of the cases of this group were successful or unsuccessful counterclaims.  Therefore, the total reflects the number of cases that included a final disposition on a trademark claim, not the number of times a plaintiff sued and won or loss for trademark infringement.  By “trademark claim”, I mean either infringement under Section 32
 of the Lanham Act, infringement or unfair competition under Sections 43(a) or (b)
, dilution under Section 43( c)
, and cybersquatting under Section 435(d).
 


As the Federal Trademark Dilution Act only dates from 1996 and the Anticybersquatting Consumer Protection Act dates from 2002, the number of these cases were limited. 


Of course, some cases are reversed and remanded.  If there was no opinion after the remand, I counted the reversal (for example of the injunction) but then if the result of the remand was unreported, it is not counted in my database.  This study was only of reported decisions. 


Each case was then coded answering the following questions:

1)
What was the statutory basis for the claim?

 2) 
Did the claimant prevail?

3) 
Was an injunction demanded and was it granted?

4)
Were damages in any amount awarded?

5) 
Were attorneys fees awarded and, if so, what was that amount?

6)
Was it a bench or jury trial?


In so doing, several things became obstacles.  First, it became apparent that there is an indeterminate number of trademark cases that arise under the Lanham Act that go unreported.  Of course, because they are unreported, it is impossible to know how many cases there are.
   I could find no clerk of court who keeps this data.  I could find no source for this information.  At best, the Administrative Office of US Courts does maintain statistics regarding the disposition of all federal suits filed in the United States by year.  However, except for the inquiry into whether the case was tried by a judge or a jury, the US Courts maintain no data that was responsive to the questions posed above.


Another obstacle was that many of the reported appellate court decisions were appeals from unreported district court opinions.  Therefore, although the representations regarding the holding, etc. of the district court’s opinion is presumed to be accurate, the reported appellate court opinion is often times is not specific regarding the amount of attorneys fees, the amount of damages or other details needed to answer the questions posed above.   Therefore, occasionally, a case does find damages but nowhere does the reported decision state how much those damages were.  Therefore, in order to determine an accurate account of average damages, I did not include those cases where the specific amount of damages remains unknown.


Also, in years prior to about 1952, it was very difficult to determine the basis of the trademark infringement law suit.  Although one might intuit that the case might have been appropriate for the Lanham Act, often times the relevant courts provided no jurisdictional statement at all.  Therefore, unless the court specifically mentions the Lanham Act, it’s Public Law number, or its citation within the United States Code, it is not included in this study.


Finally, when asking whether a case was a bench or jury trial, a new anomaly became apparent.  It turns out that jury verdicts themselves are never reported and appeals from jury verdicts are only rarely reported.  Therefore, the data became inappropriately skewed to toward bench trials.  As such, discarded my results and, instead, have relied on the data from the Administrative Office of US Courts as reported below. 


All monetary figures reported below are adjusted for inflation using the Consumer Price Index.  Although I recognize that there are multiple ways one might adjust for inflation, the CPI seems to be the most well-accepted.  Because 2005 was the last year for which accurate data was available, I chose 2005 as my benchmark year.  Therefore, all monetary values are adjusted to the US dollar for the year 2005.


This was, quite obviously, laborious.  Including the time my research assistants spent on compiling the database, I estimate that we spent approximately 3,000 hours over eight months in hunting out sources for the data, compiling the data, reading and reporting on each case, arranging the database in graphical form, etc.  I merely point this out to attempt to show that a substantial amount of time and effort went into compiling this database and that, therefore, I have a high degree of confidence in the database’s accuracy and therefore the descriptive results of this study.   One might disagree with the analysis and/or the normative conclusions that I draw from the data, as expressed below, but the descriptive value of the database is representative of the state of dispositive, reported cases on the Lanham Act terminated by US courts between July 5, 1947 and December 31, 2005.

III. 
Data
Table 1: Summary of Damage Awards

	Total damages awarded 1947-2005: $257,822,928
	Total number of cases: 2,659
	Average damage award: $96,962

	Total damages awarded 1947-2005: $257,822,928
	Total number of cases where damages were awarded: 146
	Average: $1,765,910

	Total 1980-2005: $250,161,132
	Number of cases: 125
	Average: $2,001,289

	Less anomalous years, post 1979: $90,138,040
	Number of cases: 122
	Average: $738,836

	Total damages awarded 1947-1979: $7,661,796
	Number of cases: 21
	Average: $364,847

	Less anomalous years (86, 93, 98) $97,799,837
	Number of cases: 2,656
	Average: $36,822

	Total number of cases: 2,659
	Total number damages found: 146
	Likelihood any damages will be found: 5.5%


Table 2:  Number of Dilution Cases 1996-2005

	Year
	Total Number of Cases
	Exclusively Dilution

	2005
	9
	1

	2004
	16
	2

	2003
	14
	1

	2002
	23
	5

	2001
	19
	5

	2000
	23
	5

	1999
	32
	1

	1998
	39
	0

	1997
	24
	2

	1996
	19
	0

	Total
	218
	22


Table 3: Number of ACPA Cases 2000-2005

	Year
	Total Number of Cases
	Exclusively ACPA Case

	2005
	5
	1

	2004
	5
	3

	2003
	7
	3

	2002
	2
	0

	2001
	3
	0

	2000
	7
	0

	Total
	29
	7
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IV. 
Analysis: the End of Trademark Law

All of the data shown above leads to multiple conclusions; however, one conclusion stands out: trademark litigation has recognized a precipitous drop since 2001.  All indicators demonstrate the free-fall plunge of trademark litigation.  While the number of total incidents of trademark claims of infringement peeked at 101 in 2001, by 2005, that number had dropped to 70 or a 40% decline in four years.
  Regarding the total number of injunctions demanded, that number peeked in 1998 at 129 and fell to just 25 by 2005 or an 81% decline in seven years.
  The total amount of damages awarded annually also fell precipitously.  The second highest aggregate total annual damage award occurred in 1998 at almost $50 million.  By 2005, the aggregate of all damages awarded to all trademark litigants in America dropped to $136,513 or over a 99% decline.
  


On the other hand, the number of initial claims of trademark infringement filed per year is increasing.


To be sure, trademark litigation isn’t what it used to be.


Over the 58 year history of the Lanham Act for which there is data, 1,334 cases or 51% of all cases found for the claimant of infringement; 1,305 cases or 49% found no infringement.
  Regarding injunctions, there were 1,139 injunctions granted or 55% of the total and 933 injunctions or 45% denied.
  That is, over the entire life of the Lanham Act, a litigant has only marginally better than 50% chance of succeeding on the merits and only a 55% chance of obtaining an injunction when one is demanded.


Only 5.5% of all cases found any damages at all.
  The aggregate amount of damages awarded to all claimants under the 58 year life of the Lanham Act, adjusted for inflation, is $257,822,928.
  As there were 2,659 total cases, the average award of all cases is $96,962.
  That is, in any given trademark litigation, the average damage award is nearly $100,000.  


However, of those 2,659 total cases, only 146 actually found any damages at all. 
 Therefore, the average award of damages in cases where damages were actually awarded is $1,765,910.
  That is, if a court actually awards damages, the average amount of those damages is over $1.7 million.  


There is a clear demarcation line at approximately 1980.  In the decade that started in 1980 the incidents of trademark infringement,
 the number of injunctions demanded
 and the damage amounts
 went up drastically from prior years.  From 1947 to 1979, inclusive, there were only 21 cases that found damages.
  From 1980 to 2005, inclusive, that number went to 125.
  Prior to 1980, the total amount of damages awarded to all claimants was $7,661,796 or, per year, an average of $364,847.
   The average damage award per year in cases 1980-2005 where damages were awarded was $2,001,289.
  Fully 1,199 of the 2,659 total cases, or 45% of all cases, are dated 1990 or later.


During the decade that ended in 1979, there were 298 total cases that claimed infringement.
  During the decade that started in 1980, there were 639 cases or more than double the previous decade.
   Decade to decade comparison of injunction data also shows a constant increase in both the overall number of cases where an injunction was demanded
 and the number succeeding in obtaining that injunction.
 


However, although all indicators in the database show a remarkable increase after about 1980, there is an equally remarkable decrease after about 2000.
  The only indicator that is currently on the rise is the number of cases initially filed, as reported by the Administrative Office of US Courts.


Regarding the aggregate annual damages awarded, there were three anomalous years.  In the years 1986, 1993 1998, the total damages for just those three years was $160,023,092 or over 62% of all damages awarded over the 58 history of the Lanham Act in just three years.
  If the three anomalous years are excluded, the average damage award over the entire history of the Lanham Act drops from nearly $100,000 to just $36,822.
  However, if one excludes the anomalous years in cases 1980-2005 where damages were found, the average is $738,836.


Regarding attorneys’ fees, once again, there is a very high and anomalous spike in 2000 and then a fall off to zero by 2005.  That is, in 2000 there were almost $1.4 million dollars awarded as attorneys’ fees.  By 2005, that amount fell to zero.  The anomalous years in damage awards of 1986, 1993 and 1998 is not replicated in the amounts of attorneys’ fees awarded.  That fact seems to lead to the conclusion that large damage awards do not translate into large attorneys’ fees awards.


The Lanham Act also allows for treble damages.
  As with the general damages provisions under the Lanham Act, treble damages are very infrequently awarded.
  First, the trademark bar seems to have just discovered this provision in 1993.  Previously, there was never a year when treble damages were demanded in more than three cases.   In 1993, that doubled to six cases.  However, in the 58 years of data, there is never a year where more than four demands for treble damages were granted.  More importantly, the trend regarding the granting of treble damage award demands is clearly negative.  That is, the number of awards of treble damages peaked in 1995 and 1996 at four and has been in decline since.  In 2005, no awards of treble damages were made.


Regarding demands for treble damages, that data is increasing quite sharply.  From six demands mad in 1996, by 2005 that had increased to 28.  However, caution in reading this figure is in order.  This increased number of demands may simply be a function of more information becoming available on Westlaw or Lexis.  It may simply be that there were more demands made in previous years but no record of that demand was kept.  One way or the other, there were no treble damages awarded in 2005.  


The Federal Trademark Dilution Act took effect in 1996.
  Therefore, there is only 10 years of data regarding dilution cases.
  In that 10 years, there was a total of 218 cases where dilution was claimed.
   Only 22 cases, or 10%,  of those 218 dilution cases exclusively claimed dilution.
  That is, 90% of dilution cases claimed dilution and infringement or dilution and cybersquatting.  


Mirroring the overall trend, the number of dilution claims is shrinking.  From a high year of 39 cases in 1998, by 2005 that number dropped to 9.
  In 2005, there were approximately 1/4 the number of claims there were in 1998. 


Of course, in the Victoria’s Secret case,
 the United States Supreme Court made federal trademark dilution much more difficult to establish, holding that the test for dilution was “actual dilution”, not a merely likelihood of dilution.
  The result of that case has since been overturned by an act of Congress,
 however, the chilling effect on the number of dilution cases is obvious.  In 2003, the year of the Victoria’s Secret case, there were 14 dilution cases.
  Although that number went up to 16 in 2004, it dropped to 9 in 2005.
  Regarding the cases where dilution was exclusively claimed, the effect of Victoria’s Secret seems more profound.  While there were 5 cases in each of the years of 2000, 2001 and 2002 that exclusively relied on dilution under the FTDA, in 2003, the year of the Victoria’s Secret case that number went to 1, in 2004 there were 2 and in 2005 there was just one case.


Although the data indicates that there was already a downward trend in the number of dilution cases even before the Victoria’s Secret Case, the drop off to only 9 cases of 70 total reported trademark cases, or only 13%, seems to indicate that the trademark bar has become rather cautious about raising dilution under the FTDA.  


After dilution claims peeked in 1998, there has been a general downward trend to the number of dilution claims made.  It will be interesting to see if the Trademark Dilution Revision Act of 2006
 has an affect on the number of dilution claims made, but the overall general trend to dilution claims seems to be that they occur less often.  It may have been pent up demand or the novelty of the dilution cause of action that caused the larger numbers of dilution claims in the late 1990's, but it appears that there has been a general downward trend in dilution cases for 8 of the 10 years for which there is data.


In order to show trends in dilution data, the most important number to consider is the cases where only dilution is claimed.  In these cases, presumably, the plaintiff seriously considered its mark diluted and did not just pile the claim onto other causes of action as dilution plaintiffs did in 90% of cases where dilution is claimed.  Looking only at cases where dilution was exclusively claimed, the data reinforces the conclusion that that dilution is not a major source of litigation data and it is decreasing.  There were only 22 cases in 10 years of effectiveness of the FTDA where dilution was exclusively claimed.  Obviously, that is just more than two per year and roughly 10% of all dilution claims.


However, of those 22 cases, the claimant of dilution prevailed in just 9 cases and the defendant prevailed in 13 cases.  That is, if a claimant brings an exclusive trademark dilution cause of action under the FTDA, that claimant prevails just under 41% of the time and loses nearly 60% of the time. 


Trademark dilution cases happen rather infrequently.   There were 218 total dilution claims (coupled with other causes of action) in the 10 year period of 1996-2005.  This is only 24% of the total cases in the database for that time period.
  Furthermore, only 22 cases exclusively claimed dilution.
  Therefore, claiming dilution as a basis for a remedy in trademark litigation is, in reality, a rather rare event.


As an injunction is the principal remedy under the FTDA, it might be statistically significant that 34% of cases in the time period of 1996-2005 where an injunction was demanded raised dilution.
  However, 90% of these cases also claimed some other cause of action.  The database does not support the conclusion that in everyone of these cases the injunction was based on the claim of dilution.  In fact, the database is unclear precisely how many of these injunctions were granted on the dilution claim and how many were granted one of the other claims raised.


Furthermore, the significance of dilution seems to be shrinking.  Again, in 2005, only 9 of 70 total cases or 13% claimed dilution at all and only one case exclusively claimed dilution.


That is, rather few cases actually claim dilution.   Although the controversial nature of the theoretical justification of dilution in the United States as a federal cause of action has raised dilution to a position of academic prominence,
 it is clearly not prominent in reality.  With only two exclusive dilution claims reported per year since the FTDA’s inception and where only a quarter of all cases reported claimed dilution at all, it is a far less significant cause of action than one might expect. 


Even less significant is the ACPA.  There is only six years of data available regarding cases that claim rights under the ACPA; however, this number, too, is quite small.
  There were only 29 cases from 2000-2005 that claim rights under the ACPA were violated and only 7 cases that exclusively claimed rights under the ACPA.
   Only 7% of all cases from 2000-2005 claimed rights under the ACPA .  

Unlike other claims under the Lanham Act, however, the rate of claims under the ACPA seems constant.  There have been five cases under the ACPA in both 2005 and 2004 and in 2003 there were seven.
  However, this means that under 10% of all cases per year claim rights under the ACPA.


The infrequency of exclusive claims under both the FTDA and the ACPA raises doubts about claims of their import.  With so few exclusive claims under both the FTDA and the ACPA, this data seems to beg the question of are these causes of action as important and significant as claimed?


The statistics maintained by the Administrative Office of the US Courts paints a rather similar picture.  Although the total number of trademark cases initially filed is increasing after reaching its peek in 1999 and then dropping until 2002,
 some other data maintained by US Courts is consistent with the findings reported here.  Specifically, the number of cases that reach a trial peeked in 1980 at 116, but has a clear downward trend to only 49 in 2005.
  There was a sudden and extreme jump in cases that reached a trial on the merits in 1980 which is consistent with the findings reported here.  


However, looking at the entire 58 years of data according to the US Courts, the total number of cases that reach trial, ignoring the high peeks in 1980, 1981 and 1983, seems to be rather constant.
  The average number of cases that made it to trial over the 58 years of data is approximately 53 cases per year.  With 49 cases in both 1965 and 2005, this number has remained rather constant in the 60 year history of the Lanham Act.


Of course, as the number of cases initially filed has continually increased,
 and the number of cases that reach trial has remained constant,
 the average has, correspondingly, decreased.
  The high peeks of percentage of cases that made it to trial were in 1947 with 24% and 1950 with 23%  By 2005, that percentage had dropped to 1.3%


The trend in whether a case is tried by a jury or a judge is also clear.  Like all the rest of the data, although the total number of cases that reach a trial on the merits continues to go down, the number of cases tried to a jury remains relatively constant at about 1/3 after 1985.
  Prior to 1985, a jury trial on a trademark matter was a relatively rare event.


Another trend is quite clear.  Although there are some down turns in the data that are not accompanied by a general economic recession in the United States, each recession is clearly followed by an immediate downturn in the data (or the downturn in data happens during a recession).  Therefore, during and immediately after recessionary times, the total number of reported cases claiming infringement,
 the total number of cases where an injunction was demanded,
 and the total number of initial filings of law suits goes down.
  Naturally, there is a delay in the data because a trademark infringement case that reaches a trial on the merits takes years.  



The official years where the US economy was in a contraction mode or in a recession are as appears in Table 4 below.

Table 4: Recessionary Periods

	Recession start date
	Recession end date

	November 1948
	October 1949

	July 1953
	May 1954

	August 1957
	April 1958

	April 1960
	February 1961

	December 1969
	November 1970

	November 1973
	March 1975

	January 1980
	July 1980

	July 1981
	November 1982

	July 1990
	March 1991

	March 2001 
	November 2001



In years immediately after the end of a recessionary period, all indicators increase, except in the post 2001 era.
  During only the post 2001 era, all indicators (except the number of initial filings) continue to decrease even though the relative health of the economy improves.  One would expect the indicators to increase post recession as they did in all other nine recessionary periods during the life of the Lanham Act.


Finally, size seems to matter.  There were 86 cases in the database where at least one of the parties was listed on the Dow Stock Exchange.  Of these, the company on the Dow prevailed nearly 75% of the time.  Compared to all cases, the trademark claimant only prevailed about 50% of the time.  The track record of outcomes of cases where a party is listed on the Dow is as follows:

American Express: 1 win, 1 loss 

AT & T: 2 wins, 1 loss

Caterpillar: 1 win, 1 loss

Chrysler: 1 win

Eastman Kodak: 2 wins

Exxon: 4 wins, 3 losses

General Electric Company: 3 wins 

General Foods:  2 wins, 1 losses

General Motors Corp: 8 wins, 1 losses

Goodyear: 2 wins, 2 losses

Hewlett-Packard: 1 win, 1 loss

Honeywell: 1 win

IBM: 2 wins 

J.P. Morgan: 1 win 

McDonalds: 5 wins, 2 losses

Microsoft: 7 wins, 2 losses

3M: 2 wins

Pfizer: 1 win 

Philip Morris: 2 wins

Procter & Gamble: 4 wins, 1 loss

Sears Roebuck & Company: 5 wins, 3 losses

Texaco: 1 win 

Union Carbide: 2 wins, 1 loss 

Wal-Mart: 1 win

Walt Disney: 2 wins, 1 loss

Westinghouse Electric: 1 win, 1 loss


The database clearly supports the conclusion that companies that are listed on the Dow Stock Exchange have a significantly higher chance of succeeding on the merits than if the company is not listed on the Dow.


Therefore, if a trademark holder files a trademark case today, they have a slightly better than 50% chance of succeeding on the merits.  They have a 55% chance of obtaining an injunction, if demanded.  They have a 5.5% chance of receiving any damages at all.  On average, they will obtain approximately $100,000 in damages.  Looking at cases post 1980 where damages were awarded, they will receive over $2 million in damages, when damages are awarded at all.


That is, nearly all cases end without damages being awarded, but when they are, there is a rather significant windfall.  However, in about 95% of the cases, there are no damages awarded.  The claimant succeeds on the merits only about half the time.  


In most recent times, all indicators in the database, the amount of damages awarded, the total number of infringement cases reported per year and the total number of cases where an injunction is demanded are all decreasing.  This decrease continues during current relatively positive economic times.  Historically, there has been a positive correlation between economic health and indicators of trademark litigation activity.  As the economy improves, those indicators of trademark litigation activity increase.  This has been true for nine out of ten post-recessionary times in the US during the lifespan of the Lanham Act.  The only exception is the last recession in 2001.  Today, we should be seeing increases in the trademark litigation indicators, but we do not.  In fact, the trademark litigation indicators considered in this study are experiencing a precipitous fall.


This precipitous fall is occurring while the initial filings are increasing.


That the data continues to decrease even during positive economic times post 2001, leads to the conclusion that there are some other variables affecting the data that had not been there during the nine other post recessionary periods.


One variable is the increase in private dispute resolution methodologies.  The rate of parties seeking help to resolve their disputes through non-judicial means is increasing and, more importantly, having a specific effect on how many cases get thoroughly adjudicated.
  This fact may be having a negative impact on the data that was less prevalent during other recessionary periods as ADR and the like have become much more readily available and popularly used in recent times.


Another variable is a perception that trademark litigation is more expensive now than during other post-recessionary periods.   This actually is only slightly true.  Using the Laffey Matrix adopted by many courts to determine reasonable attorney fees,
 an attorney with 20 plus years of experience received an average of $510 in 1994 per hour, adjusted for inflation. In 2007, that figure rose only to $614.
  


Using the AIPLA’s 2007 statistics on billing rates for all IP attorneys, the median rate in 2006 was $275.
  The AIPLA reports that the raw median billing rate for all IP attorneys in 1996 was $180, however, this is not adjusted for inflation.
  Using the CPI to adjust for inflation, that $180 is really $239 in 2007 dollars.  Therefore, the billing rate of the median IP lawyer has gone up in the last decade but by a rather small amount.  Regardless of this reality, the anecdotal perception that this rate is out of hand, though, may be having a chilling affect.  


Another variable may be the increased use of non-US causes of action to settle a dispute.  As TRIPs
 has taken effect, it may be that more US litigants are finding it more palpable to file the litigation in a non-US jurisdiction, where in the past they may have stretched jurisdictional issues to have the case heard in the United States.


Yet another variable may be the nature of litigation in general and trademark litigation more specifically.  Some argue that whether trademark infringement is a question of law or fact may have an impact on trademark litigation.
 


Another variable is trademark extortion.  One plausible explanation for the data is that trademark extortion is occurring.  As the number of cases initially filed continues to go up, the percentage of cases that reach a trial on the merits, the total number of cases reported, the total amount of damages and the total number of cases where an injunction is demanded are all decreasing.  Although the other components, to be sure, may account for some of this, trademark extortion suggests one answer.


If trademark holders were simply filing their law suits in other jurisdictions outside of the United States, the total number of cases initially filed would not be increasing.  If trademark holders had sticker shock, the total number of cases would not be increasing.  If trademark holders were simply choosing alternative means to settle their disputes, the total number of cases would not be increasing.


Therefore, the only variable that suggests an explanation of this data is trademark extortion.  Trademark holders are encouraged to be predacious.  They file suit with no intent to prosecute it to a conclusion on the merits.  Therefore, the number of cases initially filed increase, but the number of cases that reach a trial on the merits remains constant and all other indicators free fall.   This predatory conduct is leading to the end of trademark law, an end to the public resolution of conflict between trademark holders and an end to the rational use of the Lanham Act as a vehicle to define trademark rights in America.  Perhaps American antitrust laws should be specifically amended to make trademark extortion illegal.
  Perhaps all trademark holders should be required to carry insurance, thereby destroying the cost aspect of defending a trademark law suit.  If defendants were not motivated by actual or perceived financial concerns, they may elect to defend an alleged trademark infringement more vigorously.


Trademark predation, unless corrected, will also have the effect of allowing trademark holders to expand their trademark rights to claim a mark is famous and therefore be appropriate for a dilution cause of action.  This fame will be gained not through use, as is required both by the Constitution and the Lanham Act, but through trademark extortion.

V. Conclusion

The data suggests that trademark extortion is real.  This is established by the fact that although all indicators of trademark litigation activity increased in post recessionary periods in the past 58 years, after the most current recession, trademark litigation activity indicators are falling precipitously.  Damage awards, attorney fee awards, number of reported, dispositive decisions all continue to decrease while the total number of cases initially filed continues to increase after the 2001 recession.  


This extortion allows or will allow trademark holders to expand trademark rights based on extortion, not based on use as the Lanham Act and the Constitution requires.


Is the Lanham Act an extraordinary success?  On one hand, with only roughly 50% of claimants prevailing in their infringement claims, the Lanham Act does seem remarkably balanced.
  Trademark infringement winners do not dominate trademark litigation like they do in proceedings before the Uniform Dispute Resolution Policy.
  Trademark litigation under the Lanham Act does seem to be a place where trademark disputants can and do find a reasonable outcome.  Trademark holders do not dominate the landscape.


The question is, with trademark extortion, whether it will remain that way in the future.


Therefore, returning the Problem stated above, the data here suggests that Companies A, B and C, the existing companies in the orange juice market, will be incentivized to use their trademarks to individually extort Company D and make it as difficult as they can for Company D to gain market share.  Companies A, B and C are encouraged to engage in predation because, to the extent they are successful, two good things will happen for them.  First, Company D will find it that much more difficult to enter the orange juice market and, second, the scope of A, B and C’s trademarks will broaden as the Company Ds of the world acquiesce to their use.  They acquiesce to their use because of actual or threatened trademark litigation.  We know they do not actually litigate cases to a conclusion because all trademark litigation indicators are in a precipitous free fall.  Only initial filings are increasing, indicating that these companies are filing suit, but they are not following through with the litigation.  


Ultimately, this may lead to trademark rights being based on extortion, not based on use.  Ultimately, unless corrected, this may lead to the end of trademark law as we know it.
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�In Rex R. Perschbacher and Debra Lyn Bassett, The End of Law, 84 B.U.L. Rev. 1 (2004), the authors claim that the increased privatization of the legal process through ADR or other settlement mechanisms leaves law privately, not publicly judged.  Designating judicial opinions as “not for publication”, etc., further hinders society’s ability to view the workings of the judicial system.  Therefore, it is truly an anomaly when cases are fully litigated and reach a published, precedent setting opinion.  This seems to be perfectly parallel to the trademark law setting in America today and thus I borrow from the authors’ catchy title.


�Act of July 5, 1946, ch. 540, 60 Stat. 427 (1946) (codified as amended at 15 U.S.C. §§ 1051-1141n (2006)).


�Robert C. Denicola, Some Thoughts on the Dynamics of Federal Trademark Legislation and the Trademark Dilution Act of 1995, 59 Law and Contemporary Problems 75 (1996)(“Statutes are judged by how well they promote the goals or cure the mischiefs prompting their enactment”).  But see, Jerome Gilson and Anne Gilson LaLonde, The Lanham Act: Time for a Face Lift?, 92 TMR 1013 (2002)(arguing that there should be a Trademark Review Commission put in place to standardize and modernize trademark law and perhaps leading to a single appellate body hearing all trademark appeals).


�Suhejla Hoti, Michael McAleer, and Daniel Slottje, Intellectual Property Litigation Activity in the United States, 20 Journal of Economic Surveys 715 (2006).


�Michael Barbaro and Julie Creswell, With Trademark in Its Pocket, Levi’s Turns to Suing Its Rivals, New York Times, January 29, 2007, at A1.


�I use the term “holder” where others might use the word “owner.”  The trademark right only extends to the right to exclude others from using a mark to the extent which the holder has used it and only for as long as the holder has used it, there is actually nothing to “own” in the technical sense.  A trademark holder does not “own” the word. Therefore, Delta brand faucets and Delta brand airlines have co-existed for years.  As such, using the term owner raises connotations that are not appropriate in trademark jurisprudence.


�Abercrombie & Fitch Co. v. Hunting World, Inc., 537 F.2d 4 (2d Cir. 1976)(“A&F has spent large sums of money in advertising and promoting products identified with its mark ‘Safari’ and in policing its right in the mark, including the successful conduct of trademark infringement suits”).


�Wallpaper Mfrs., Ltd. V. Crown Wallcovering Corp. 680 F.2d 755 (CCAP 1982).


�Infringement is present when there is a likelihood of confusion between two marks.  KP Permanent Make-Up, Inc. v. Lasting Impression I, Inc., 543 U.S. 111, 120 (2004).  The traditional formulation of trademark infringement required there to be competition between the parties, that is, “commerce that could be regulated by Congress”.  See U.S. Cont. Art. I, sec. 8 cl. 3.  This provision has long been thought to be the constitutional justification of trademarks after the U.S. Supreme Court held that the Patent and Copyright Clause, Art. I, sec. 8, cl. 8, could not be used to justify federal protection of trademarks.  The Trademark Cases, 100 U.S. 82 (1879).  Recently, there seems to be some “mission shift” as some courts are not requiring there to be competition before finding a likelihood of confusion.  See, e.g., Anheuser-Busch, Inc. v. Balducci Publ'ns, 28 F.3d 769, 774 (8th Cir. 1994) (“[C]onfusion . . . may exist in the absence of direct competition.”  Court finds likelihood of confusion between humor magazine's parody and beer maker's trademarks).  Originally and constitutionally, without competition there could be no likelihood of confusion and therefore no infringement.  That is, “one merchant shall not divert customers from another by representing what he sells as emanating from the second.”  See, Yale Elec. Corp. v. Robertson, 26 F.2d 972, 973 (2d Cir. 1928).  Under the Lanham Act, trademark infringement is governed by 15 U.S.C. Sec. 1114 (2006), but this provision neither mentions “likelihood of confusion” nor defines it in any way.


�Trademark dilution occurs when the use of a trademark by another “lessen[s] the capacity of a famous mark to identify and distinguish good or services, regardless of [competition or likelihood of confusion]”.  15 U.S.C. Sec. 1127 (2006).  See also, Moseley v. V Secret Catalogue, 537 U.S. 418, 433 (2003).


�This article concentrates on Article III court proceedings, however, a similar argument can be made about trademark oppositions and cancellations before the PTO, an administrative body.   For example, there were over 6,500 oppositions filed in calendar year 2006.  Performance and Accountability Report: Fiscal Year 2006, table 23, � HYPERLINK http://www.uspto.gov/web/offices/com/annual/.��http://www.uspto.gov/web/offices/com/annual/.�  However, over 95% of these will result in settlement or dismissal prior to a final disposition. OPPOSITION PROCEEDINGS BEFORE THE PATENT & TRADEMARK OFFICE TRADEMARK TRIAL AND APPEAL BOARD   Roberta S. Bren   SC68 ALI-ABA 183OPPOSITION PROCEEDINGS BEFORE THE PATENT AND TRADEMARK OFFICE TRADEMARK TRIAL AND APPEAL BOARD EXHIBITS   Roberta S. Bren   SC68 ALI-ABA 375. 


�Accurate Merchandising, Inc. v. American Pacific, 186 U.S.P.Q. (BNA) 197 (1975).  This statute places an affirmative duty upon a licensor of a registered trademark, such as TELE-TENDER to take reasonable measures to detect and prevent misleading uses of his trademark by his licensees or suffer cancellation of his federal registration.  15 U.S.C. § 1064 provides that a trademark registration may be cancelled because the trademark has been ‘abandoned.’") 


�Wallpaper Mfrs., Ltd. V. Crown Wallcovering Corp. 680 F.2d 755 (CCAP 1982)


�Hermes Int'l v. Lederer de Paris Fifth Avenue, Inc., 219 F.3d 104, 110 (2d Cir. 2000).


�Ty Inc. v. Softbelly's, Inc., 353 F.3d 528, 531 (7th Cir. 2003)(For example, “Ty polices the use of ‘Beanie(s)’ vigorously by filing lawsuits, sending cease and desist letters, and opposing trademark applications for the word or its cognates”).


�See, e.g., http://www.keytlaw.com/urls/c&d.htm.


�Microsoft filed 235 trademark infringement law suits in the years 2001-2005. Michael Barbaro and Julie Creswell, With Trademark in Its Pocket, Levi’s Turns to Suing Its Rivals, New York Times, January 29, 2007, at A1. 


�  Even when not an apparent strike suit because the plaintiff does seek to litigate the case to a final decision on the merits, the trademark holder only prevails about half of the time.  


�See Behlen v. Merrill Lynch, 311 Fd. 3d 1087, 1091 n.1 (11th Cir. 2002)(“A strike suit is defined as ‘[a] suit . . . often based on no valid claim, brought either for nuisance value or as leverage to obtain a favorable or inflated settlement.’ quoting Black's Law Dictionary 1448 (Bryan A. Garner ed., 7th ed. 1999).
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�See sources cited in Rex R. Perschbacher and Debra Lyn Bassett, The End of Law, 84 B.U.L. Rev. 1 n1. (2004).


�See infra Graph N.


�See infra Graph L.


�This is the practice of filing petitions to cancel registered marks or to oppose the registration of trademark applications.  These proceedings are not Article III style court proceedings but rather administrative proceedings before the Trademark Trial and Appeal Board (TTAB).  See TTAB Manual of Procedure, http://www.uspto.gov/web/offices/dcom/ttab/tbmp/index.html.


�Abercrombie & Fitch v. Hunting World, Inc., 537 F.2d 4 (2d Cir. 1976).
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(i) The duration, extent, and geographic reach of advertising and publicity of the mark, whether advertised or publicized by the owner or third parties.


(ii) The amount, volume, and geographic extent of sales of goods or services offered under the mark.
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