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IN THE UNITED STATES DISTRICT COURT
NORTHERN DISTRICT OF TEXAS

DALLAS DIVISION

M3 GIRL DESIGNS, LLC §
Plaintiff, §

§
v. § CIVIL ACTION NO. 3-09CV2390-F

§
BLUE BROWNIES, LLC §
KRISTA DUDTE, and §
ROBERT DUDTE §

Defendants. §

DEFENDANTS’ MOTION FOR RECONSIDERATION OF
THE COURT’S SUMMARY JUDGEMENT ORDER
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Defendants file this Motion for Reconsideration of the Court’s Summary Judgment Order

(Dkt. 120), respectfully requesting the Court to reconsider its denial of summary judgment on

Plaintiff’s trade dress claims pursuant to Federal Rule of Civil Procedure (“FRCP”) 59(e) and

FRCP 60(b), and to vacate the summary judgment order and enter a new order that (a) grants

Defendants’ motion for partial summary judgment on Plaintiff’s trade dress claims based on the

functionality of Plaintiff’s alleged trade dress as specifically defined in Plaintiff’s Second

Amended Complaint; or (b) requires Plaintiff to amend its complaint to allege and define its

asserted trade dress with specificity and accordingly grants Defendants leave to file a motion for

partial summary judgment to address the merits of this newly defined alleged trade dress.

I. Introduction

A party can challenge a denial of summary judgment by filing a motion for

reconsideration under either FRCP 59(e) or FRCP 60(b). See Martinez v. Boeing Aero.

Operations, Inc., No. SA-03-CA-1174-RF, 2006 U.S. Dist. LEXIS 45530, at *5 (W.D. Tex. June

19, 2006); Ham v. Tucker, No. SA-01-CA-0837-RF, 2005 U.S. Dist. LEXIS 533, at *8 (W.D.

Tex. Jan. 13, 2005). To warrant relief, “a movant of [an FRCP] 59(e) motion to reconsider must

show: (1) an intervening change in controlling law; (2) the availability of new evidence not

previously available; or (3) the need to correct a clear error of law or prevent manifest injustice.”

Martinez, 2006 U.S. Dist. LEXIS 45530, at *5. Additionally, on an FRCP 60(b) motion to

reconsider, a court may relieve a party from an order due to “surprise” or “any other reason that

justifies relief.” See Fed. R. Civ. P. 60(b)(1), (b)(6). As explained below, the Court’s summary

judgment order should be vacated and a new order entered to correct errors of law and prevent

manifest injustice and surprise, or to at least afford Defendants an opportunity to address the

merits of a new Court-authored trade dress articulation surprisingly presented after Defendants
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had briefed and orally argued their summary judgment motion on an entirely different trade dress

definition.

II. Argument

A. The Court’s Summary Judgment Order Inappropriately Construes and
Analyzes a New, Broader, and Vague Trade Dress Definition

The Court’s summary judgment order predicates its analysis and decision on construing

Plaintiff’s trade dress as consisting of “jewelry made from bottlecaps with decorated interior

surfaces” rather than 32 permutations of “the five asserted elements” alleged in Plaintiff’s

Second Amended Complaint. Court Order, Dkt. 120, at p. 5. The Plaintiff’s claimed trade dress

was previously limited by Plaintiff to the various combinations of the five features that make up

interchangeable bottle cap choker washer necklaces. By disregarding the five asserted elements,

the Court’s order does not limit the alleged trade dress to the use of choker washer necklaces and

surprisingly adds an entirely new element: decorations1 on the internal surfaces of bottle caps.

Plaintiff did not previously plead or assert that the potentially infinite number of potentially

copyrightable decorated interior surfaces for bottle caps could possibly be relevant or entitled to

trade dress protection. The Court’s order leaves Defendants in a quandary to understand the

specific product features that comprise Plaintiff’s alleged trade dress and to fairly defend against

Plaintiff’s trade dress claims for which this new, strikingly broad, and vague trade dress

definition is now the law of the case. Consequently, Plaintiff’s trade dress is a moving target.

Had Plaintiff’s complaint worded the alleged trade dress in this manner, Defendants would have

challenged it as lacking in the required specificity and presented much different arguments and

evidence for summary judgment.

1 These decorations inside the bottle caps were the basis for the previously dropped copyright claims and dismissed
state court claims.
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1. The Court’s summary judgment order is based on inapposite case law

In support of this newly created articulation of Plaintiff’s alleged trade dress, the Court’s

order relies on Maharishi Hardy Blechman Ltd. v. Abercrombie & Fitch Co., 292 F. Supp. 2d

535 (S.D.N.Y. 2003), which merely mentioned the proposition that:

[A] product’s trade dress is not, in a legal sense, the combination of words which
a party uses to describe or represent [its] ‘total image.’ Rather, the trade dress is
that image itself, however it may be represented in or by the written word.

Court Order, Dkt. 120, at pp. 4–5. However, the corresponding procedural issue and analysis in

Maharishi, as well as that of the one district court opinion Maharishi quotes, are inapposite to

the summary judgment determination required in this case.

In Maharishi, the defendants moved for summary judgment on the plaintiff’s trade dress

infringement claim for “baggy, military-style pants that Maharishi called Snopants, which have

an elaborate system of drawstrings, buttons, and other hardware components” on grounds that

the alleged trade dress “was (1) not specific enough; (2) not consistently used throughout the

[plaintiff’s product] line; and (3) ‘functional’ and thereby not entitled to protection.” Maharishi,

292 F. Supp. 2d at 539–40. The plaintiff responded to the defendants’ lack of specificity

argument by offering “a formulation of the trade dress in its summary judgment opposition brief

which [was] narrower than the complaint’s formulation.” Id. at 544. The defendants objected “to

this maneuver as a belated attempt to amend the complaint.” Id. Thus, the issue upon which the

Maharishi court briefly considered the above proposition was “whether it would be procedurally

proper to consider the new, narrower version” of plaintiff’s trade dress definition asserted for the

first time in plaintiff’s summary judgment response. Id. at 544–46 (emphasis added). Despite

quoting the above proposition from Cartier, Inc. v. Four Star Jewelry Creations, Inc., No. 01

Civ. 11295, 2003 U.S. Dist. LEXIS 7844 (S.D.N.Y. May 8, 2003), the court stated that it would

be “inappropriate for [the plaintiff] to attempt to remedy a legal deficiency in the trade dress
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articulation after [the defendants’] principal summary judgment briefing.” Maharishi, 292 F.

Supp. 2d at 546 (emphasis in original). Nevertheless, because the defendants were “entitled to

summary judgment on this claim on other grounds,” the court sidestepped the issue by assuming,

“without deciding, that the narrower formulation [was] procedurally proper.” Id. (emphasis

added).

In comparison, the Cartier court analyzed a similar procedural issue: whether it would be

unduly prejudicial to grant the plaintiffs leave to amend their complaint with a refinement of

their trade dress definitions. See Cartier, 2003 U.S. Dist. LEXIS 7844, at *11–17. The court

stated the above proposition without citation to any supporting case law. See id. at *13. The court

then went on to explain, with supporting case law, that “it is not uncommon for courts to permit

trade dress claimants to alter their formulations of what constitutes a given trade dress” because

such claimants “must precisely articulate the specific elements that comprise [their] distinct trade

dress” to help “ensure that claims of trade dress infringement are pitched to the appropriate level

of generality.” Id. at 13–15. Because the proposed changes provided a more specific trade dress

definition, and the defendants failed to show any adverse effect on discovery, the court held that

an amendment of the complaint would not result in undue prejudice. See id. at 15.

In both Maharishi and Cartier, the courts addressed the procedural consequences of

allowing the plaintiffs to allege new and narrower trade dress definitions in light of the

defendants’ arguments against amending the complaints. In stark contrast, the Court’s summary

judgment order in this case effectively amends the Plaintiff’s complaint sua sponte, without

affording Defendants any notice or opportunity to argue against it, and substantively analyzes the

functionality of a new and broader trade dress definition after Defendants briefed and argued

their motion for partial summary judgment on an entirely different trade dress articulation. Since
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Plaintiff added its alleged trade dress definition in its Second Amended Complaint—after

admitting to the functionality of the magnetic and interchangeable aspects of its bottle cap

jewelry—Plaintiff has vigorously argued for the protection of the five specific elements, in any

of 32 permutations, and has not sought to explicitly or implicitly amend its complaint to further

refine or narrow the articulation of its asserted trade dress in its summary judgment briefing or at

oral argument to anything remotely approaching the surprisingly new definition created in the

Court’s order. Even if Plaintiff had attempted to argue a new formulation of its alleged trade

dress with the new decorative design element, it would not have been procedurally appropriate to

consider such an articulation after Defendants fully briefed and argued for summary judgment

based on the trade dress definition in Plaintiff’s Second Amended Complaint. See Maharishi,

292 F. Supp. 2d at 546.

2. The Court’s summary judgment order articulates and analyzes a trade dress
contrary to well-established trade dress principles

Plaintiff has noticeably refrained from trying to include the many hundreds of different, if

not infinitely possible, decorative designs placed on the internal surfaces of its bottle caps in its

alleged trade dress, and for good reason. On this point, Maharishi is instructive. The

distinctiveness of an asserted trade dress includes meeting the requirements of specificity and

consistency. Id. at 542. A trade dress plaintiff “must articulate with specificity the design

elements of the trade dress” so that courts can precisely determine, inter alia, the issue of

functionality. See id.; see also Berg v. Symons, 393 F. Supp. 2d 525, 551 (S.D. Tex. 2005).

“[W]here . . . the plaintiff seeks trade dress protection for an entire product line, as opposed to

singular products, the plaintiff must [also] demonstrate that the trade dress signifies an overall

look which is ‘consistent’ throughout the line.” Maharishi, 292 F. Supp. 2d at 542; see also

Berg, 393 F. Supp. 2d at 551. Accordingly, “[w]here the asserted trade dress extends to the
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‘overall look’ of the combination of features comprising a product or product line, the [court]

must evaluate the distinctiveness and functionality of those features taken together, not in

isolation.” Maharishi, 292 F. Supp. 2d at 543 (emphasis in original). For example, in Maharishi,

the court logically disregarded an alleged element of the plaintiff’s trade dress because it did not

consistently exist on all of the plaintiff’s products. See id. at 546.

In this case, the Court’s summary judgment order determines sua sponte that Plaintiff’s

trade dress consists of “jewelry made from bottlecaps with decorated interior surfaces,” Court

Order, Dkt. 120, at p. 5, which articulates a trade dress that is more broad and indeterminate—

contrary to the specificity requirement—and includes the many hundreds of different, if not

infinitely possible, decorative designs placed on the internal surfaces of Plaintiff’s bottle caps—

contrary to the consistency requirement. That is, this trade dress definition is vague enough to

include every bottle cap with an artistic decoration on the inside that has been made and sold for

many years prior to Plaintiff’s very existence.2 More important, the decorated part of Plaintiff’s

bottle caps cannot possibly be trade dress because no portion of those designs is consistently

applied to all of the Plaintiff’s bottle cap jewelry.3

The resulting analysis in the Court’s order thereby evaluates the functionality of this

entirely new and broader trade dress definition without due disregard of those features that

cannot logically, or legally, be distinctive trade dress elements. Specifically, the Court’s order

finds that “the overall design of [Plaintiff’s] bottlecap jewelry” is not functional because

2 Since the early 1990s, Goldie Garcia has been selling decorated bottle caps, each one with a unique, hand-made
artistic design on the interior surface, for a variety of uses, including earrings, refrigerator magnets, key chains, and
pins. See Ex. A, at App. pp. 4–11. Since at least 2005, Kate Grenier has been selling a wide variety of “magnetic
expressions from recycled bottle caps,” also with a wide variety of artistic decorations on their interior surfaces and
easily used as jewelry. See Ex. B, at App. pp. 13–47. These exhibits are examples of evidence Defendants would
have presented and argued for summary judgment had Plaintiff’s Second Amended Complaint actually alleged that
the decorations on the internal surfaces of its bottle caps were part of its asserted trade dress.
3 Exhibits A and B also show the infinite ways in which bottle caps can be decorated on their internal surfaces.
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“[d]ecorated bottlecaps are not ‘essential to the use or purpose’ of jewelry, and . . . not ‘the

reason [the product] works.’” Court Order, Dkt. 120, at p. 6. However, because the functionality

of Plaintiff’s alleged trade dress should logically be evaluated without regard to the decorative

designs on the interior surfaces of Plaintiff’s bottle caps, cf. Maharishi, 292 F. Supp. 2d at 546, it

is axiomatic that bottle cap jewelry—the relevant product category at issue in this case—cannot

be made at a lower cost without the essential use of standard, undecorated bottle caps, see, e.g.,

Poly-America, L.P. v. Stego Indus., L.L.C., No. 3:08-CV-2224-G, 2011 U.S. Dist. LEXIS 82647,

at *33 (N.D. Tex. July 27, 2011) (stating that the term “essential” is “a term of art, used to

distinguish product features that only serve to identify a product’s source from those that serve

‘any other significant function’” (emphasis added)). Otherwise, Defendants are at a loss as to

how they and countless other craft companies can make bottle cap jewelry without the use of

bottle caps.

3. The Court’s summary judgment order seems to grant partial summary
judgment sua sponte to Plaintiff without due process

Concomitantly, the Court’s summary judgment order appears to effectively grant partial

summary judgment sua sponte to Plaintiff on the functionality issue without due process. It is

well established that “a district court may not grant summary judgment sua sponte on grounds

not requested by the moving party.” Baker v. Metro. Life Ins. Co., 364 F.3d 624, 632 (5th Cir.

2004). The Fifth Circuit has repeatedly reversed district courts that have entered unrequested

summary judgments without a motion for summary relief. See, e.g., Sharlitt v. Gorinstein, 535

F.2d 282, 283 (5th Cir. 1976). The only exception is if the district court gives a party notice and

a reasonable time to respond prior to granting a non-movant summary judgment. See Fed. R.

Civ. P. 56(f); Judwin Properties, Inc. v. United States Fire Ins. Co., 973 F.2d 432, 436–37 (5th

Cir. 1992). Here, Plaintiff did not move for summary judgment on this issue and only argued for
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the denial of summary judgment, asserting that the inadmissible declaration of a patent attorney,

and the irrelevant and misstated position of the United States Patent and Trademark Office

(USPTO) regarding the Plaintiff’s computer software patent claims for an online marketing and

sales system, raised genuine issues of material fact on functionality. Rather than address the

sufficiency of this evidence, however, the Court’s order expressly finds that “the overall design

of [Plaintiff’s] bottlecap jewelry” is not functional based on the construed inclusion of

“decorated bottlecaps” (i.e., bottle caps with a potentially infinite number of decorative designs

on their internal surfaces). Court Order, Dkt. 120, at p. 6. Notwithstanding that “decorated

bottlecaps” cannot possibly be trade dress, this conclusion clearly contradicts precedent and

FRCP 56(f). Defendants had no notice or opportunity to respond to the possibility that Plaintiff

would be granted summary judgment on the functionality issue and, as a result, be absolved of

Plaintiff’s burden to prove the non-functionality of its alleged trade dress.

4. The Court’s order thereby results in surprise, multiple errors of law, and
manifest injustice

In sum, by construing and analyzing the functionality of an entirely new, broader, and

different definition of Plaintiff’s alleged trade dress, which adds an additional trade dress

element not specified in the Second Amended Complaint, the Court’s summary judgment order

has resulted in “surprise” to the Defendants, warranting relief under FRCP 60(b), and is

predicated on clear errors of law resulting in manifest injustice to the Defendants, warranting

relief under FRCP 59(e). Had the Court’s order analyzed the functionality of Plaintiff’s trade

dress definition, as specifically alleged in the Second Amended Complaint and in light of the

Plaintiff’s lack of admissible evidence that would enable a reasonable trier of fact to find that the
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asserted trade dress is non-functional, it should have found that each of the five elements and

every plausible combination are functional as a matter of law.4

B. The Court’s Summary Judgment Order Does Not Properly Address the
“Competitive Necessity” Test

The Court’s summary judgment order states that, “[b]ecause [Plaintiff’s] design is not

functional under the traditional Inwood Labs test, there is no need to speculate regarding

alternative design possibilities,” citing TrafFix as supporting authority. Court Order, Dkt. 120, at

p. 7 (emphasis added). However, the TrafFix court held just the opposite: “Where the design is

functional under the Inwood formulation there is no need to proceed further to consider if there is

a competitive necessity for the feature,” which incorporates the evaluation of alternative design

possibilities. TrafFix Devices v. Mktg. Displays, Inc., 532 U.S. 23, 33–34 (U.S. 2001) (emphasis

added). Following TrafFix, the Fifth Circuit subsequently explained that the “primary test for

functionality is the traditional test” and the “competitive necessity” test is “still valid as a

secondary test.” Eppendorf-Netheler-Hinz GMBH v. Ritter GMBH, 289 F.3d 351, 356 (5th Cir.

2002). Thus, if an asserted trade dress is found to be non-functional under the traditional Inwood

test, the proper functionality analysis requires a further determination of whether exclusive use of

the alleged trade dress features “would put competitors at a significant non-reputation-related

disadvantage.” Id. Otherwise, the secondary “competitive necessity” test would be superfluous

and meaningless.

4 Plaintiff’s alleged trade dress is presumed to be functional until the Plaintiff proves otherwise. See 15 U.S.C.
§ 1125(a)(3); TrafFix, 532 U.S. at 30. The Court’s order seems to overlook the Defendants’ arguments regarding
this presumption as well as the functionality of every plausible combination of the five trade dress elements reflected
in the Plaintiff’s actual products. See Ex. C (Redacted Def.’s Amended Summ. J. Reply, Part One), App. pp. 52–54,
56-69. Although portions of Defendants’ amended summary judgment reply were stricken “to the extent that it
raises a new argument that Plaintiffs design is generic,” Court Order, Dkt. 118, at p. 6, Exhibit C shows that the
substantial remainder of the Defendants’ reply arguments were not stricken, and they should have been given due
consideration.
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This lack of proper analysis is reflected in the order’s supporting citation of and

parenthetical explanation for Abercrombie & Fitch Stores, Inc. v. Am. Eagle Outfitters, Inc., 280

F.3d 619 (6th Cir. 2002). See Court Order, Dkt. 120, at pp. 6–7. In Abercrombie, after noting

that “a jury question exists as to whether the designs are functional in the traditional sense,” the

court determined that “no reasonable jury could deny the existence of a ‘significant non-

reputation-related disadvantage’ that would be imposed on competitors by protecting [the

plaintiff’s] claimed trade dress. That form of functionality governs the analysis of this case.”

Abercrombie, 280 F.3d at 641. Here, Defendants still contend that Plaintiff’s asserted trade dress

is functional under the traditional test; but they also argued that the exclusive use of this alleged

trade dress is functional under the “competitive necessity” test.5 Thus, by stopping short of a

complete functionality analysis, the Court’s summary judgment order depends on a clear error of

law resulting in manifest injustice to the Defendants, warranting relief under FRCP 59(e).

C. The Court’s Summary Judgment Order Incorrectly Refuses to Consider the
Evidentiary Significance of Plaintiff’s Patent Application

The patent claims to bottle cap jewelry in Plaintiff’s pending patent application are

worded almost verbatim the same as Plaintiff’s five asserted trade dress elements. Yet, without

citing any authority, the Court’s summary judgment order refuses to consider the evidentiary

significance of Plaintiff’s patent application because “the parties agree that all patents and/or

patent applications are presently pending.” Court Order, Dkt. 120, at p. 7. The Federal Circuit,6

5 Assuming arguendo that Plaintiff can prove secondary meaning and a likelihood of confusion, the new and broader
trade dress definition analyzed in the Court’s summary judgment order would apparently give Plaintiff a monopoly
on any and all jewelry made with bottle caps that have decorative designs on their internal surfaces. Yet, there is an
entire industry based on decorating bottle caps—on their internal and external surfaces—and selling it as jewelry; an
industry that predates Plaintiff’s entry into the market for bottle cap necklaces. Consequently, the Court’s order
stands to become a sua sponte award to Plaintiff of a monopoly on an entire industry.
6 The Federal Circuit hears all patent appeals from the federal district courts and all appeals from the USPTO’s
Trademark Trial and Appeal Board. As a result, Federal Circuit opinions reflect an expertise in patent, trademark,
and trade dress law, and accordingly carry great weight on addressing such issues.
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citing TrafFix in a trade dress case, held that “an applied-for utility patent that never issued has

evidentiary significance for the statements and claims made in the patent application concerning

the utilitarian advantages, just as an issued patent has evidentiary significance.” Valu Eng’g, Inc.

v. Rexnord Corp., 278 F.3d 1268, 1279 (Fed. Cir. 2002); see also Telebrands Corp. v. Del Labs.,

Inc., No. 09 CV 1001 (NRB), 2011 U.S. Dist. LEXIS 101423, at *26–27 (S.D.N.Y. Sept. 8,

2011). Notably, in TrafFix, the Supreme Court reasoned that the lower court’s error in giving

"insufficient recognition to the importance of the expired utility patents, and their evidentiary

significance,” was “likely . . . caused by its misinterpretation of trade dress principles in other

respects.” TrafFix, 532 U.S. at 32. Thus, the issuance of a pending patent application makes no

difference as to whether the claimed invention in the patent application is evidence of trade dress

functionality, and it is an erroneous application of the law to refuse to consider such evidence.

Moreover, Plaintiff did not argue that the patent claims to bottle cap jewelry in its

pending patent application could not be relevant evidence. Rather, Plaintiff erroneously argued

that the misstated position of the USPTO regarding the Plaintiff’s computer software patent

claims was evidence raising a genuine issue of material fact. Defendants had no notice or

opportunity to respond to the notion that Plaintiff’s patent application would not be considered

strong evidence that “adds great weight to the statutory presumption that features are deemed

functional until proved otherwise.” Id. at 29–30.

Therefore, by declining to evaluate the evidentiary significance of Plaintiff’s patent

application, the Court’s summary judgment order has resulted in “surprise” to the Defendants,

warranting relief under FRCP 60(b), and is predicated on a clear error of law resulting in

manifest injustice to the Defendants, warranting relief under FRCP 59(e).
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III.Conclusion

For the reasons set forth above, Defendants respectfully request that the Court grant

Defendants’ motion for reconsideration to vacate its summary judgment order (Dkt. 120) and

enter a new order that (a) grants Defendants’ motion for partial summary judgment on Plaintiff’s

trade dress claims based on the functionality of Plaintiff’s alleged trade dress as specifically

defined in Plaintiff’s Second Amended Complaint; or (b) requires Plaintiff to amend its

complaint to allege and define its asserted trade dress with specificity and accordingly grants

Defendants leave to file a motion for partial summary judgment to address the merits of this

newly defined alleged trade dress.

Respectfully submitted,

By /s/ Charles W. Hanor
Charles W. Hanor
Texas Bar No. 08928800
Charles W. Hanor, P.C.
750 Rittiman Road
San Antonio, Texas 78209
Telephone: (210) 829-2002
Fax: (210) 829-2001

ATTORNEYS FOR DEFENDANTS
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CERTIFICATE OF CONFERENCE

I certify that counsel for Defendants conferred with counsel for Plaintiff on December 15,

2011 via e-mail to discuss the contents of this motion. Counsel for Plaintiff indicated that

Plaintiff opposes this motion. Therefore, Defendants have filed this as an opposed motion.

/s/ Charles W. Hanor
Charles W. Hanor
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CERTIFICATE OF SERVICE

I certify that the foregoing was served with the Clerk of Court on December 16, 2011 and

on Defendants’ counsel by Electronic Mail (ECF-Pacer) using the ECF system, which will send

notification of such filing to the following:

D. Scott Hemingway
Hemingway & Hansen, L.L.P.
1700 Pacific Avenue, Suite 4800
Dallas, TX  75201
Counsel for Plaintiff
shemingway@hemlaw.org

/s/ Charles W. Hanor
Charles W. Hanor
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