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Comes Now, Defendant M3 Girl Designs, LLC and requests this Court grant the 

Defendants’ Rule 12(b)(1) Motion to Dismiss one or more Counts in the present action, or in the 

alternative, grant the Motion to Transfer this action to the Northern District of Texas under 28 

U.S.C. §1404.

I. INTRODUCTION  

 This action is premature in two respects.  First, the Declaratory Judgment Plaintiff’s are 

requesting a “Declaration of Noninfringement” over a patent application that has not yet issued 

from the United States Patent & Trademark Office.  The law clearly indicates that a request for a 

declaration of noninfringement as to a pending patent application should be dismissed under Fed 

R. Civ. P. Rule 12(b)(1).

 And, second, the letter communications between the parties identified as the alleged 

“triggering” events for the Declaratory Judgment filing do not suggest that imminent, legal 

action was being threatened against Trendy LLC or Natalia Marketing Corporation – especially 

given the delay of nine months between each letter.  The correspondence between the parties 

explicitly stated: 

 If you disagree with M3Girl Design’s request or our right to demand that you cease and 
desist all sales activities related to these infringing products, please contact us so that we 
can discuss the issue further and clarify your views.

Exhibits C and E to Complaint, Letters Dec. 9, 2009 and Sept. 3, 2010, p. 2, last para. The

M3Girl Design correspondence hardly constitutes a sufficiently immediate threat of litigation to 

warrant the issuance of a declaratory judgment.  The Motion to Dismiss should be granted as to 

all counts in the Declaratory Judgment Action.   

 If this Court does not dismiss all the counts at issue in the Declaratory Judgment Action, 

the Court should grant the motion to transfer any remaining claims to the Northern District of 
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Texas.  Such a transfer comports with the goals of §1404 in “prevent[ing] the waste of time, 

energy and money.” Van Dusen v. Barrack, 376 U.S. 612, 616 (1984). 

II. ARGUMENT 

Under 28 U.S.C. § 2201, jurisdiction in a declaratory judgment action is proper only if 

there exists an "actual controversy" between the parties.1  The Court should dismiss this case if 

there is no actual, justiciable controversy of sufficient immediacy and reality to support the 

declaratory judgment action.  Moreover, under 28 U.S.C. § 1404(a), “a district court may transfer 

any civil action to any other district where it may have been brought ‘[f]or the convenience of 

parties and witnesses, in the interest of justice.’” Coady v. Ashcraft & Gerel, 223 F.3d 1, 11 (1st 

Cir. 2000) (quoting 28 U.S.C. § 1404(a)).  If this Court does not dismiss all claims and causes of 

action in the Declaratory Judgment Action, the Defendant M3Girl Designs respectfully requests 

that this Court transfer the present action to the Northern District of Texas.

A. Motion to Dismiss Count V of the Declaratory Judgment Action   
  Relating to a Declaration of Noninfringement of Patent Applications 

 Count V of the Declaratory Judgment Action requests a “Declaration of Noninfringement 

of Patents,” including a declaration from this Court that Trendy LLC and Natalia Marketing 

Corporation “do not and cannot infringe any parent rights claimed to be owned by Defendant.”  

DJ Complaint, Count V, ¶81-83, p. 12, D.E. No. 1, Sept. 15, 2010 (see also Prayer, ¶(e)).  The

Declaratory Judgment Plaintiffs, Trendy LLC and Natalia Marketing Corporation, admit that 

their requests for noninfringement declarations relate to patents that have not issued from the 

United States Patent & Trademark Office.  See, DJ Complaint, ¶65, p. 10 and ¶82, p. 12, D.E. 

1  28 U.S.C. § 2201; see Maryland Casualty Co. v. Pacific Coal & Oil Co., 312 U.S. 270, 272-73 
(1941) ("The facts alleged, under all the circumstances, [must] show that there is a substantial 
controversy, between parties having adverse legal interests, of sufficient immediacy and reality 
to warrant the issuance of a declaratory judgment.").   

2

Case 1:10-cv-11566-JLT   Document 10    Filed 11/04/10   Page 4 of 25



No. 1, Sept. 15, 2010 (“Defendant has not been issued any patent in respect of any of its jewelry 

products,” and “Defendant has not been issued any patents in relation to any of its products”).

This Court has no subject matter jurisdiction to issue a declaration of patent 

noninfringement as to a patent application that has not been issued by the U.S. Patent & 

Trademark Office.  The Federal Circuit in GAF Building Materials Corp. v. Elk Corp. of Dallas, 

90 F.3d 479, 482 (Fed. Cir. 1996) stated that such a request was “meaningless” as follows:

it is clear that GAF's complaint did not present a justiciable case or controversy under 
Article III and § 2201 when it was filed. The complaint alleged a dispute over the validity 
and infringement of a possible future patent not then in existence. The district court did 
not know with certainty whether a patent would issue or, if so, what legal rights it would 
confer upon Elk. Thus, the dispute was purely hypothetical and called for an 
impermissible advisory opinion. Furthermore, the court could not have provided "specific 
relief through a decree of a conclusive character," 300 U.S. at 241, since there was no 
issued patent for the court to declare "invalid" or "not infringed." A declaratory judgment 
of "invalidity" or "noninfringement" with respect to Elk's pending patent application 
would have had no legal meaning or effect.  

GAF, id. at 482. The Federal Circuit in GAF Buliding Materials held as follows: 

We therefore hold that a threat is not sufficient to create a case or controversy unless it is 
made with respect to a patent that has issued before a complaint is filed. Thus, the district 
court correctly held that there was no justiciable case or controversy in this case at the 
time the complaint was filed.  

Id. at 482-83 (internal citations omitted). 

 The Plaintiffs admit that there is no “case or controversy” in Paragraph 66 of the 

Declaratory Judgment Complaint, where the Plaintiffs explicitly state: “[b]ecause Defendant has 

not been issued a patent, there can be no current controversy as to any alleged patent 

infringement.”  Based on this admission and the precedent cited above, this Court should dismiss 

Count V of the Declaratory Judgment Complaint because there is no subject matter jurisdiction 

regarding requests for a “declaration of noninfringement” as to pending patent applications. See

In re Columbia Univ. Patent Litigation, 343 F. Supp. 2d 35, 45 (D. Mass. 2004) (“In the instant 

3
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case, no 159 patent has issued.  Pursuant to the unqualified holdings of Spectonics and GAF, this 

may be the end of the inquiry…”).  Without subject matter jurisdiction, the M3Girl Designs 

Motion to Dismiss should be granted.   

B. Motion to Dismiss Other Requests for Declaratory Judgment Relief

 The Declaratory Judgment Act provides that "[i]n a case of actual controversy within its 

jurisdiction . . . any court of the United States, upon the filing of an appropriate pleading, may 

declare the rights and other legal relations of any interested party seeking such declaration, 

whether or not further relief is or could be sought." 28 U.S.C. § 2201(a).  The requirement that 

there be a "case of actual controversy" has been interpreted to refer "to the type of 'Cases' and 

'Controversies' that are justiciable under Article III." See MedImmune, Inc. v. Genentech, Inc.,

549 U.S. 118, 127 (2007) (citing Aetna Life Ins. of Hartford, Ct. v. Haworth, 300 U.S. 227, 240 

(1937)).  The Supreme Court in MedImmune indicated that there is no bright-line test for 

declaratory judgment jurisdiction, as follows:

Our decisions have required that the dispute be "definite and concrete, touching the legal 
relations of parties having adverse legal interests"; and that it be "real and substantial" 
and "admi[t] of specific relief through a decree of a conclusive character, as distinguished 
from an opinion advising what the law would be under a hypothetical state of facts." 

Id. at 127.  (quoting Aetna, 300 U.S. at 240-41).  Under "all the circumstance…" there must be "a 

substantial controversy between parties having adverse legal interests, of sufficient immediacy 

and reality to warrant the issuance of a declaratory judgment." Id. (quoting Md. Cas. Co. v. Pac. 

Coal & Oil Co., 312 U.S. 270, 273 (1941)).

 The Court applying the "actual controversy" test must draw the "sometimes subtle line 

between cases in which the parties have adverse interests and cases in which those adverse 

interests have ripened into a dispute that can properly be deemed a controversy." EMC Corp. v. 

Norand Corp., 89 F.3d 807, 811 (Fed. Cir. 1996).  A party who may be liable for infringement 

4
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"should not be subject to manipulation by a patentee who uses careful phrases in order to avoid 

explicit threats, thus denying recourse to the courts while damages accrue."2

   In the present case, the letter communications between the parties that are identified as 

the alleged “triggering” events for the Declaratory Judgment filing are quite clear, but neither of 

the identified letters suggest that imminent, legal action was being threatened by the Defendants 

against Trendy LLC or Natalia Marketing Corporation.  The initial correspondence sent by 

M3Girl in December 2009 to a customer of the Declaratory Judgment Plaintiff in New York 

explained why there was a belief that “one or more” of its rights had been violated, but that 

correspondence explicitly stated: 

 If you disagree with M3Girl Design’s request or our right to demand that you cease and 
desist all sales activities related to these infringing products, please contact us so that we 
can discuss the issue further and clarify your views.

Exhibit C to Complaint, Letter Dec. 9, 2009, p. 2, last para. In December 2009, counsel for 

Trendy LLC in Massachusetts responded to the December 9, 2009 letter, and requested 

additional information before taking a position on the matter.  Exhibit D to Complaint, Ltr. Dec. 

16, 2009 (once we receive additional information, “we will be in a better position to respond to 

the matters raised in your letter.”). No further response was sent by Trendy LLC or Natalia 

Marketing Corporation or its customer to the M3Girl Designs December 9, 2009 letter, and no 

disagreement with M3Girl Design’s request for a cessation of product sales was sent to M3Girl 

Designs.

Following up on the absence of any further response from Trendy LLC, the Defendant 

M3Girl Designs sent a follow-up letter in September, 2010 indicating that “you have had 

2 Phillips Plastics Corp. v. Kato Hatsujou Kabushiki Kaisha, 57 F.3d 1051, 1053 (Fed. Cir. 
1995); see also EMC Corp., 89 F.3d at 811-12 (emphasizing the court's obligation to look 
beyond the form or particular "magic words" used by the parties to the substance of their 
communications).

5
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sufficient time to acquire those materials for your investigation” and “[d]espite that fact, we have 

heard nothing from your firm regarding future actions with relation to our cease and desist 

request.” Exhibit E to Complaint, Letter Sept. 3, 2010, p. 1, ¶2. After again stating its position as 

to why it believed its rights had been violated by the Plaintiff’s conduct, M3Girl Designs again 

stated:

 If you disagree with M3Girl Design’s request or our right to demand that you cease and 
desist all sales activities related to these infringing products, please contact us so that we 
can discuss the issue further and clarify your views.

Exhibits E to Complaint, Letter Sept. 3, 2010, p. 2, last para. No response was received to the 

September 3, 2010 letter – instead, the present declaratory judgment action was filed.

In light of the extended delays between letters (nine months) and the M3Girl Designs 

repeated offers to discuss any disagreement with the assertion of rights in both letters, the 

M3Girl Design correspondence hardly constitutes a sufficient immediate threat of litigation to 

warrant the issuance of a declaratory judgment.  This case should be dismissed under Rule 

12(b)(1) because no case or controversy existed when the declaratory judgment action was filed.   

 The District of Massachusetts has dismissed similar requests for declaratory judgments 

under Rule 12(b)(1).  For instance, in Applera Corporation v. Michigan Diagnostics, LLC, 594 

F. Supp. 2d 150 (D. Mass. 2009), this Court found that the “communications between the parties 

have not created a case or controversy as to whether the fifty-five additional Applied Biosystems 

patents not sued upon are infringed by Michigan Diagnostics.”  The Court discussed the 

extensive communications between the parties, but found that “Michigan Diagnostics' previously 

quoted characterization of its interactions with Applied Biosystems as "[m]inor dialogue" is a 

fair one.” Id. at 160.  The District of Massachusetts dismissed the Michigan Diagnostics 

6
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pleading as to fifty-five patents because “[t]here is no "definite and concrete" dispute as to 

particular patents. Id. at 160 (citing MedImmune, id. at 127 and quoting Aetna, 300 U.S. at 240).

 Similarly, this Court dismissed the declaratory judgment filed by Waters Corporation in 

Waters Corp. v. Hewlett-Packard Co., 999 F. Supp. 167 (D. Mass 1998).  In Waters

Corporation, this Court considered Hewlett-Packard’s argument that there was “no actual 

controversy" between the parties because Waters had no reasonable apprehension of suit when 

the complaint was filed and, therefore, fails to satisfy the jurisdictional prerequisites for bringing 

an action under the Declaratory Judgment Act, 28 U.S.C. § 2201.”  Id. at 169. This Court 

examined the substance and content of the Hewlett-Packard correspondence to analyze whether 

the “case and controversy” prong had been met in that case.    

 From these communications, the Waters Corporation Court found that litigation was not 

imminent, and noted that one communication possessed the following statement:  “[i]f you feel 

strongly otherwise we are willing to consider your written detailed position regarding claims of 

the referenced patents as you believe they relate to the Waters Alliance systems.”  Id. at 170.

The Waters Corporation Court also noted that the response communications from Water 

Corporation indicated that “Waters did not fear litigation and was prepared to enter 

negotiations.”  The Waters Corporation Court dismissed the declaratory judgment action 

“[b]ecause Waters' actions are inconsistent with the purpose of the Declaratory Judgment Act 

and with public policy favoring extrajudicial dispute resolution, even if this Court had subject 

matter jurisdiction, it would dismiss this action rather than reward Waters' use of a judicial 

remedy. . . “  Id. at 174.

In like manner, only one non-judicial response was received from Trendy LLC in 

December 16, 2009 to the M3Girl Designs December 9, 2009 letter, and Trendy’s 

7
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correspondence did not evidence any fear of imminent litigation.  And, both the initial and

follow-up letters transmitted from M3Girl Designs requested a dialogue with the recipient of the 

communication – namely, “if you do not agree with our request, tell us.”  The time gap between 

the first and second letters is enlightening because it simply does not make common sense that 

the Plaintiffs would somehow become apprehensive about an imminent and immediate threat of 

litigation after nine months without being sued, and after receiving a second communication that 

asked for a responsive dialogue as to the Plaintiff’s positions.

 The M3 Girl Design’s correspondence clearly set forth its position on the Plaintiff’s 

actions and why M3Girl Designs believed there was a violation of its rights, but it also clearly 

invited the recipient to state its disagreement so “we can discuss the issue further and clarify your 

views.”  Such correspondence should not, in reality, create a reasonable apprehension of an 

immediate and imminent threat of litigation.3  The M3Girl Designs’ Rule 12(b)(1) motion to 

dismiss should be granted.  

C. In the Alternative, the Defendant Requests That This Court Transfer
  The Present Action to the Northern District of Texas 

 For any claims not otherwise dismissed from the present action, the Defendants requests 

that this Court transfer the case to the Northern District of Texas pursuant to 28 U.S.C. § 

1404(a).  “Under [28 U.S.C.] § 1404(a), a district court may transfer any civil action to any other 

district where it may have been brought ‘[f]or the convenience of parties and witnesses, in the 

interest of justice.’” Coady v. Ashcraft & Gerel, 223 F.3d 1, 11 (1st Cir. 2000) (quoting 28

3 See NutraSweet Co., 423 F. Supp. 2d at 454 (quoting Phillips Plastics Corp. v. Kato Hatsujou 
Kabushiki Kaisha, 57 F.3d 1051, 1054 (Fed. Cir. 1995)) (a "patentee's statement that it intend[s] 
to enforce [its] patent [has been] held not to create a reasonable apprehension of suit."); see also, 
Davox Corp. v. Digital Systems International, Inc., 846 F. Supp. 144, 148 (D. Mass. 
1993)(dismissing a declaratory judgment action where entertaining that action would be 
"inconsistent with the sound policy of promoting extrajudicial dispute resolution, and 
conservation of judicial resources."). 

8
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U.S.C. § 1404(a)).  The decision to transfer a case to a more convenient forum rests within the 

discretion of the District Court. See Morson v. Kreindler & Kreindler, LLP, 2009 U.S. Dist. 

LEXIS 58823, at *5-6 (D. Mass. July 10, 2009) (citing Codex Corp. v. Milgo Elec. Corp., 553 

F.2d 735, 737 (1st Cir. 1977)).

 The purpose of a transfer under Section 1404(a) is “to prevent the waste of time, energy 

and money, and to protect litigants, witnesses and the public against unnecessary inconvenience 

and expense.” Van Dusen v. Barrack, 376 U.S. 612, 616 (1964) (internal citation and quotation 

omitted).  Relevant to considering the private and public interests in a transfer analysis are “(1) 

the relative convenience of the parties; (2) the convenience of the witnesses and location of 

documents; (3) any connection between the forum and the issues; (4) the law to be applied; and 

(5) the state or public interest at stake.” Transcanada Power Marketing, Ltd. v. Narragansett 

Elec. Co., 402 F.Supp.2d 343, 352 (D. Mass. 2005).

1. Interests of Justice and Judicial Economy Considerations 

 As shown below, the convenience factors and other relevant considerations in the §1404 

transfer analysis favor granting the motion to transfer.  Consideration of the interests of justice 

and the judicial economy factors “may be determinative to a particular transfer motion, even if

the convenience of the parties and witnesses might call for a different result.”  Regents of the 

Univ. of Cal. v. Eli Lilly & Co., 119 F.3d 1559, 1565 (Fed. Cir. 1997) (citations and quotation 

omitted) (emphasis added).  That is, judicial economy considerations can be “dispositive” of the 

motion to transfer.  See, e.g., Regents of the Univ. of Cal. v. Eli Lilly & Co., 119 F.3d 1559, 1565 

(Fed. Cir. 1997) (“[T]he court did not abuse its discretion by transferring the case after affording 

determinative weight to the consideration of judicial economy.”). 

9
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In the present case, transferring this action to the Northern District of Texas would 

conserve judicial resources. The Northern District of Texas has extensive experience with 

litigating the same federal and Texas state law claims being raised by the Plaintiff’s in the 

present action.   For example, the Northern District of Texas has issued the following orders and 

injunctions involving the same claims and causes of action: 

1. Final Consent Judgment, M3Girl Designs, LLC v. Blue Brownies, LLC, Charlotte 
Liles and Krista Dudte, Civil Action No. 3:09cv2390-F, Docket Entry No. 35, 
July 21, 2010 (Exhibit 1 hereto) (including injunctive prohibitions, findings and 
admissions regarding federal and state law claims) 

2. Stipulation of Dismissal, M3Girl Designs, LLC v. Lucky 11, Inc. (d/b/a “Cheer 
Chics Charms”), Kristin Almond, Civil Action No. 3:09cv2335-B, Docket Entry 
No. 14, March 12, 2010 (Exhibit 2 hereto)

3. Stipulation Regarding M3Girl Designs’ Copyrights, M3Girl Designs, LLC v. 
Lucky 11, Inc. (d/b/a “Cheer Chics Charms”), Kristin Almond, Civil Action No. 
3:09cv2335-B, March 11, 2010 (Exhibit 3 hereto) 

4. Order Denying Rule 12(b)(2) Motion to Dismiss, M3Girl Designs, LLC v. Blue 
Brownies, LLC, Charlotte Liles and Krista Dudte, Civil Action No. 3:09cv2390-
F, Docket Entry No. 31, July 12, 2010 (Exhibit 4 hereto)

5. Order Denying Motion to Transfer, M3Girl Designs, LLC v. Blue Brownies, LLC, 
Charlotte Liles and Krista Dudte, Civil Action No. 3:09cv2390-F, Docket Entry 
No. 33, July 14, 2010 (Exhibit 5 hereto)

 In the present case, granting the transfer motion promotes judicial economy and the 

interests of justice in at least two ways.  First, no court has greater familiarity with the claims 

currently being raised in the present action than the Northern District of Texas, and no court has 

greater familiarity with similarly-situated defendants than the Northern District of Texas.  For 

that reason, the efficiency of the judicial system as a whole would be promoted by granting the 

transfer motion under §1404.   

 The movant recognizes that the judges and law clerks at the District of Massachusetts are 

equally capable of researching the same issues and resolving this dispute in a thoughtful manner, 

10
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but transferring this action to the transferee court would eliminate the need for this Court to 

expend resources in a “re-invention of the wheel” – avoiding a duplication of efforts already 

conducted by the Northern District of Texas.  Transferring the action would allow the legal 

acumen already developed by the Northern District of Texas to be applied to the present dispute.

 This point is especially relevant as Texas state law claims are being raised by the 

Declaratory Judgment Plaintiffs as it is unlikely that the District of Massachusetts would have 

greater familiarity than the Northern District of Texas with these Texas state law claims.  See

Complaint, Sept. 15, 2010, (D.N. 1), ¶74-76, p. 11. The increased familiarity of the Texas courts 

with Texas state law is a point that can be considered when determining whether to transfer an 

action.4

 Second, the interest of justice favors Texas over Massachusetts as the preferred forum for 

the resolution of the claims presented by this action.  The Plaintiff’s products are sold through 

Justice stores, which has eighty outlets in Texas, and the Justice stores sell the accused products 

at a point of sale display shown at Exhibit 8. Exhibit 6, Justice Outlets in Texas.  The Plaintiff’s 

Magn-Capz products are also sold on the Internet. Exhibit 8, Photo of Point of Sales at Justice 

Store in Texas, and Justice website pages for Magna-Capz. These sales are competing directly 

with M3Girl Designs sales, which are products sold at over 260 retail sales venues in Texas.

Exhibit 7, M3Girl Designs Sales Outlets.

Compared to these interests in competing sales, the primary “triggering” event identified 

in the Complaint as occurring in Massachusetts was the transmission of a follow-up “response” 

letter sent to counsel located in Massachusetts. See Exhibit C to Complaint (letter to NY), 

4 See Miller v. Atkins Nutritionals, Inc., No. Civ. A.04-5775, 2005 WL 503261 at 3 (E.D.Pa. 
March 3, 2005)(granting venue transfer motion, inter alia, “[b]ecause New York law will be 
applied to this controversy, as required by the Confidentiality Agreement, the trial judge in the 
Eastern District of New York is more familiar with New York law than this Court”). 
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Exhibit D to Complaint (ltr. from Mass.), Exhibit E, (response ltr. to Mass.). Hiring counsel in 

Massachusetts and provoking a response letter between counsel hardly constitutes a substantial 

contact with Massachusetts that gives that forum in interest in litigating these claims.  In fact, it 

is uncertain what, if any, interest Massachusetts has in litigating this claim given the extensive 

interests M3Girl Designs has in litigating alleged infringement believed to be occurring at over 

eighty Justice locations in Texas and over the Internet.

 None of the legal issues raised by the Plaintiff will have an impact on Massachusetts law, 

and the outcome of this case is believed to have little, if any, impact on the Massachusetts public.

It would be unreasonable to burden this Court with a dispute that bears no bona fide relationship

either to this district or to anywhere else in Massachusetts.  See 17-111 MOORE’S FEDERAL 

PRACTICE, CIVIL § 111.13[1][1]; see generally Gulf Oil v. Gilbert, 330 U.S. 501, 509 (1947) 

(endorsing the principle of “having localized controversies decided at home”).  This case should 

be adjudicated in a Texas court as it is a localized controversy.

 Further, Texas state law claims are being raised in the present action with federal 

intellectual property claims – all of which have been considered and are being considered by the 

Northern District of Texas. See Exhibits 1-5, Prior Rulings. The possibility of inconsistent 

rulings is minimized if the transfer motion is granted because such inconsistencies are less likely 

to occur with the judges in the Northern District of Texas that have already made similar rulings 

in prior cases.  For these reasons, these factors favor granting the transfer motion because a 

transfer will best effectuate §1404’s purpose of “prevent[ing] the waste of time, energy and 

money.” Van Dusen v. Barrack, 376 U.S. 612, 616 (1984)(internal quotations omitted).     

12
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2. This Action Could Have Been Brought in the Northern District of Texas 

 The first step in the §1404 analysis is to determine whether the present action “could 

have been brought in the district where the defendant seeks to transfer the matter ….” Trans

Nat'l Travel, Inc. v. Sun Pacific Int’l, Inc., 10 F. Supp.2d 79, 81 (D. Mass. 1998).   The 

Defendant seeks to transfer the present action to the Northern District of Texas, and the 

Defendants are obviously amenable to personal jurisdiction in the Northern District of Texas as it 

is the location of their principal place of business. 

 The Northern District of Texas may also exercise personal jurisdiction over Trendy LLC 

and Natalia Marketing Corporation because their products are being sold through the “stream of 

commerce” in Texas, as well as being sold directly to Texas through multiple website sales 

locations.5  Apart from the actual sales of the accused products in the state of Texas, the 

substantial amount of website sales from three different websites also confer jurisdiction.6

Relating to the actual sales in Texas, the Supreme Court has stated that a parties’ placement of a 

product into the stream of commerce with the knowledge that the product will be used in the 

forum state is enough to constitute minimum contacts. World-Wide Volkswagen Corp. v. 

Woodson, 444 U.S. 286, 298, 100 S. Ct. 559, 567, 62 L. Ed. 2d 490 (1980).

 The Fifth Circuit is among the circuits that have interpreted World-Wide Volkswagen to

hold that "mere foreseeability or awareness [is] a constitutionally sufficient basis for personal 

5 www.shopjustice.com, www.trendy-llc.com, and www.confettiandfriends.com. See Exhibit 6, 
Justice Store Locations in Texas (87 locations); Exhibit 8, Justice Point of Sale for Plaintiff’s 
Magna-Capz Products and Internet webpages, see also Exhibits C and E to DJ Complaint 
(letters showing Internet sales sites).
6 See also, Biggs v. Bass Pro Outdoor World, L.L.C., 2003 U.S. Dist. LEXIS 11888 (N.D. Tex.
July 10, 2003)(J. McBryde) (use of copyrighted material on interactive sales website makes 
Defendant amenable to claims of personal jurisdiction); Veracity Research Co. v. Bateman, 2008 
U.S. Dist. LEXIS 58403 (N.D. Tex. August 1, 2008)(J. Lindsay) (personal jurisdiction exercised 
over Defendant who directed his activities to the forum by creating the "vrcinvestigations.net"
website).
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jurisdiction if the defendant's product made its way into the forum state while still in the stream 

of commerce." Asahi Metal Indus. Co. v. Superior Court, 480 U.S. 102, 111, 107 S. Ct. 1026, 

1031, 94 L. Ed. 2d 92 (1987) (citing Bean Dredging Corp. v. Dredge Technology Corp., 744 

F.2d 1081 (5th Cir.1984)).  Under Fifth Circuit law, this “stream of commerce” theory would 

allow the exercise of jurisdiction over the Declaratory Judgment Plaintiffs because the accused 

bottlecap necklace products sold by those parties were directed to this forum, and it is reasonable 

to foresee that these products would make their way into this forum.  See Jacobs Chuck Mfg. Co. 

v. Shandong Weida Mach. Co., 2005 U.S. Dist. LEXIS 39079 at *1-2 (E.D. Tex. 

2005)(recognizing that manufacturers who place products into the stream of commerce have a 

"reasonable expectation and/or knowledge that the actual or potential ultimate purchasers and 

users . . . are located in Texas . . ."). 

 In a very similar case, the Northern District of Texas found the exercise of personal 

jurisdiction over a non-resident defendant comported with due process concerns, Veracity 

Research Co. v. Bateman, 2008 U.S. Dist. LEXIS 58403, *14-16 (N.D. Tex. Aug. 1, 2008)(J. 

Lindsay), as follows: 

First, any burden on Bateman to litigate in Texas is slight.  Most discovery can be 
conducted from Michigan.  As Defendant has shown, any dispositive and nondispositive 
motions can be drafted and filed from Michigan.  If a trial of this case is required, 
Defendant need only travel to Texas for a brief period of time.  Most trial preparation 
may also be conducted in Michigan.  Second, Texas has a substantial interest in 
protecting its citizens from trademark infringement, unfair competition, and libel.  Third, 
Plaintiff's interest in convenient and effective relief is furthered by litigating this action in 
Texas. VRC is a corporation with its principal place of business in Texas.  Fourth, for the 
efficient resolution of the conflict, this case should be litigated in Texas.  There are 
numerous acts that Plaintiff alleges violate Texas law, and Texas would be best suited to 
resolve these disputes. According to Plaintiff, all of the possible witnesses are located in 
Texas.  Finally, the state's shared interest in furthering social policies favors Texas as the 
appropriate forum. As stated above, Texas has an interest in resolving disputes that injure 
Texas citizens or corporations.  Also, Texas law applies to some of VRC's claims.  No 
other forum, including Michigan, has as much of an interest in resolving this dispute as 
does Texas.  No other residents of other forums have been injured by Defendant's actions. 
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Only Texas law and federal law will apply to this claim. Therefore, Texas has the greatest 
interest in adjudicating this dispute. After considering these factors, the court concludes 
that the exercise of jurisdiction over Defendant does not offend traditional notions of fair 
play and substantial justice. 

Id. at *14-16. For almost identical reasons in the present case, the exercise of personal 

jurisdiction over the Plaintiffs in the present matter is justified and reasonable, and the exercise 

of personal jurisdiction over these Plaintiffs does not offend traditional notions of fair play and 

substantial justice.  

 The Northern District of Texas is also the proper venue to adjudicate the present claims 

as the Defendant, M3Girl Designs, LLC, is a Texas limited liability company that has its 

principal place of business in the Northern District of Texas, and the claims raised by the 

Declaratory Judgment action relate to alleged infringement of intellectual property rights held by 

M3Girl Designs, LLC in the Northern District of Texas.  Under 28 U.S.C. §1391(b), venue is 

proper in the Northern District of Texas.  Accordingly, the claims asserted in the present action 

could have been brought in the Northern District of Texas.

3. The Convenience Factors Favor Transferring This Action to the 
Northern District of Texas

 The exercise of discretion requires consideration of a number of factors “includ[ing] the 

convenience of the parties and the witnesses, the availability of documents, the possibilities of 

consolidation and coordination, and the interests of justice.” See Morson v. Kreindler & 

Kreindler, LLP, 2009 U.S. Dist. LEXIS 58823, at *5-6 (D. Mass. July 10, 2009) (citing Codex 

Corp. v. Milgo Elec. Corp., 553 F.2d 735, 737 (1st Cir. 1977)).  All these factors favor transfer.

a. Convenience of the Parties Strongly Favors Transfer to the 
Northern District of Texas

 One factor to be considered under Section 1404(a) is the convenience of the parties.

M3Girl Designs is a limited liability company with its principal place of business in Farmer’s 
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Branch, Texas. Exhibit 9, Decl. of Ms. Bradshaw, ¶1-4, p. 1-2 (website pages attached, 

discusses company creation). M3Girl Designs has approximately 24 employees, and its founders 

include school-age sisters that formed the business with their mother. Id. Requiring these 

school-aged sisters to travel to Massachusetts for 30(b)(6) party depositions would be unduly 

burdensome because it would undoubtedly interfere with their school schedules and any 

commitments to M3Girl Designs. Id.

 All the relevant documents likely to be discovered in this case are located in and around 

the Dallas, Texas area, and six principal witnesses that have knowledge of M3Girl Designs’ 

business operations are all located in the Dallas, Texas area. Id., see e.g., Boateng v. General 

Dynamics Corp., 460 F.Supp.2d 270 (D. Mass. 2006)(location of documents relevant).  These six 

witnesses are Maddie Bradshaw, Diane Bradshaw, Jennifer Cagle, Irma Alvarez, Veronica 

Hernandez and Karla Calderon. Id. It would be a substantial expense if these party witnesses 

were compelled to travel to Massachusetts to provide 30(b)(6) testimony on behalf of M3Girl 

Designs or for an extended period of time for trial as their extended absence from work would 

create a substantial hardship on M3Girl Designs. Id.

 The Declaratory Judgment Plaintiffs, Trendy LLC and Natalia Marketing Corporation, 

are reported to have between one to four employees, which includes their owners, and the 

Plaintiffs appear to operate out of a single location in Massachusetts.  In order to reduce the 

burdens on the Declaratory Judgment Plaintiffs if the present action is transferred to the Northern 

District of Texas, M3Girl Designs has agreed to take all depositions of their company 

representatives and employees in Massachusetts.  As such, compared to the inconvenience on the 

Plaintiff and its employees, there will be little, or no, inconvenience on the Declaratory Judgment 
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Plaintiffs if this matter is transferred to the Northern District of Texas.  The convenience of the 

parties factor strongly favors granting the motion to transfer.   

b. Convenience of the Witnesses Strongly Favors Transfer to the 
Northern District of Texas

 The most important factor under Section 1404(a) is the convenience of witnesses and the 

“factor most often weighed.” Morson, 2009 U.S. Dist. LEXIS 58823 at *6 (citing Brant Point 

Corp. v. Poetzsch, 671 F. Supp. 2, 3-4 (D. Mass. 1987) (finding transfer appropriate due to 

convenience of witnesses)).  The six party witnesses for M3Girl Designs that will likely be 

deposed in this action may include: Maddie Bradshaw, Diane Bradshaw, Jennifer Cagle, Irma 

Alvarez, Veronica Hernandez and Karla Calderon.  Exhibit 9, Decl. of Ms. Bradshaw, ¶1-4, p. 1-

2 (website pages attached, discusses company creation).   

The information each of these witnesses may possess is described as follows:     

1. Diane Bradshaw is the mother of Maddie Bradshaw, and she is the Chief Executive 
Officer and Chief Operating Office at M3Girl Designs.  Ms. Diane Bradshaw has 
supervisory authority at M3Girl Designs, LLC, and she may have knowledge about 
each aspect of the business operations, including sales, marketing, production, 
creation and administration of the business.  

2. Maddie Bradshaw is a freshman at Hockaday School for Girls, and she may have 
information about the creation and formation of the business, creative designs of the 
product, and marketing activities conducted to build the business. 

3. Jennifer Cagle is the Sales and Marketing Manager at M3Girl Designs, and she may 
have information relating to sales, marketing, website design, location of company 
documents, administrative matter, and relations with suppliers and vendors.

4. Irma Alvarez is the Production Manager at M3Girl Designs, and she may have 
knowledge about the production of product, inventory, shipping and production 
employees. 

5. Veronica Hernandez is a Customer Service employee, and she may have information 
regarding the handling of orders, processes purchases, shipping, and accounts 
receivable.
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6. Karla Calderon is a Customer Service employee, and she may have information 
regarding the handling of orders, processes purchases, shipping, and accounts 
receivable.

Exhibit 9, Decl. of Ms. Bradshaw, ¶1-4, p. 1-2 (website pages attached, discusses company 

creation).   

All these witnesses are located in the Dallas, Texas area, and requiring them to travel to 

Massachusetts for depositions or an extended trial would create a significant hardship on them 

personally and the business by their absence. Id.  As set forth above, requiring the school-age 

sisters, Maddie (age 13) and Margot (age 9), to travel to Massachusetts for depositions or an 

extended trial would also create a significant hardship on them personally by interfering with 

their school schedule. Id. Comparatively, the burdens on the Declaratory Judgment Plaintiffs 

can be reduced by the M3Girl Designs agreement to take all depositions of the Plaintiffs’ 

company witnesses and employees in Massachusetts if the case is transferred to Texas.   

 Non-party witnesses whose testimony may be relevant to the claims may include the 

testimony of persons knowledgeable about the sales of the Plaintiff’s products in Texas, such as 

the 87 Justice sales outlets.  Exhibit 6, Justice Store Locations (87 locations), Exhibit 8, Justice 

Point of Sales Display. And, non-party witnesses knowledgeable about retail sales of the M3Girl 

Designs products in Texas may also have relevant testimony, such testimony regarding 

purchasing patterns, examples of confusion with the Justice product, or other relevant evidence.

Exhibit 7, M3Girl Designs Store Outlets (over 260 in Texas).   

All of these non-party witnesses located in Texas would be located outside the subpoena 

power of the Massachusetts Court.   The “non-party witness factor” tilts heavily in favor of 

transferring this action to the Northern District of Texas, if only because the parties cannot 

18

Case 1:10-cv-11566-JLT   Document 10    Filed 11/04/10   Page 20 of 25



compel witnesses to testify in the District of Massachusetts given the 100-mile limit of this 

Court’s subpoena power.7

 “The location of the majority of non-party witnesses in one of the two districts generally 

will tip the balance in favor of that district, regardless of where the party witnesses and their 

employees reside.” See 17-111 MOORE'S FEDERAL PRACTICE, CIVIL § 111.13[1][f][iii]. Because 

several hundred non-party witnesses for both parties are located across Texas, the convenience of 

witnesses factor favors transfer.

c. The Locus of Operative Facts is in the Northern District of Texas 

 Courts favor transferring a case to the district in which the operative events occurred: “If 

none of the operative events in the lawsuit took place in the district in which the action was 

originally filed, a motion to transfer to the district in which the events occurred is likely to 

succeed.”8  In the present action, it is unclear what operative events occurred in Massachusetts.

 The alleged “triggering” event identified in the Plaintiffs’ Declaratory Judgment 

Complaint is a series of letters – the initial letter sent to New York and a subsequent response 

letter sent to a law firm in Massachusetts.  These alleged “triggering” events, however, do not 

relate to the “operative facts” that gave rise to the alleged infringing conduct.  Compare, Exhibit 

6 and 8, Justice Sales Locations, Exhibit 7, M3Girl Sales Locations.

7   Fed. R. Civ. P. 45(b)(2); Jackson Nat’l Life Ins. Co. v. Economou, 557 F. Supp.2d 216, 222 
(D.N.H. 2008); Brant Point Corp. v. Poetzsch, 671 F. Supp. 2, 3-4 (D.Mass. 1987).  In Morson,
the court held the convenience of the witnesses, including the fact non-party witnesses were 
beyond the court’s subpoena power, outweighed the modest inconvenience to the plaintiff of 
traveling from Massachusetts to New York, and concluded that transfer to the Eastern District of 
New York was “just and proper.” Morson v. Kreindler & Kreindler, LLP, 2009 U.S. Dist. LEXIS 
58823, at *7 (D.Mass. July 10, 2009). 
8 17-111 MOORE’S FEDERAL PRACTICE, CIVIL § 111.13[1][d][i]. See Trans Nat’l Travel,
10 F. Supp. 2d 79, 83 (D.Mass. 1998) (transfer to forum where services were to be performed); 
Global Health Alternatives, Inc. v. Ellon U.S.A., Inc., 1999 U.S. Dist. LEXIS 23171, *20 (D.Me. 
Mar. 24, 1999) (transfer to the forum where the contract was negotiated, drafted, and executed, 
and in which performance was contemplated).
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Even the plaintiff’s choice of forum should give way where the “center of gravity” of the 

matter lies elsewhere.9  Massachusetts has no significant or meaningful connection to the instant 

controversy other than Plaintiffs’ presence here, and as such, the motion to transfer should be 

granted.

   d.  Trendy’s Choice of Forum Is Entitled to Little or No Deference. 

 Pursuant to Section 1404(a), a plaintiff’s choice of forum is not conclusive. Where “the 

operative facts of the case have no material connection with this district, [the] plaintiffs choice of 

forum carries less weight.” Brant Point, 671 F. Supp. at 5 (D. Mass. 1987) (citations and internal 

quotations omitted).  In Brant Point, the court found transfer was appropriate as it “promote[d] 

the convenience of the parties and witnesses and serve[d] the interest of justice” and the 

“administration of justice” would be well served by having local laws construed by the local 

court. Id. at 3-5.  Like Brant Point, the present forum has no genuine connection to this case 

other than the presence of the Plaintiffs, and the District of Massachusetts is convenient for no 

one other than the Declaratory Judgment Plaintiffs.  The Plaintiff’s choice of forum, therefore, is 

entitled to little, if any, weight. 

III. CONCLUSION 

 For the reasons set forth herein, and in the supporting declarations and exhibits thereto, 

M3 Girl Designs LLC respectfully requests that the Court grant this motion in all respects and 

dismiss this action or, in the alternative, transfer this action to the Northern District of Texas.

9 See Joe Boxer Corp. v. R. Siskind & Co., No. C 98-4899, 1999 U.S. Dist. LEXIS 9622, at *25-
6 (N.D. Cal. June 1, 1999) (holding that “where the transactions giving rise to the action lack a 
significant connection to the plaintiff’s chosen forum, then plaintiff’s choice of forum is given 
considerably less weight, even if the plaintiff is a resident of the forum.”). 
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Date:  November 4, 2010  Respectfully submitted,  

         /s/ Jack C. Schecter
 Jack C. Schecter (BBO# 652349)  
 Meredith L. Ainbinder (BBO# 661132) 
 Sunstein Kann Murphy & Timbers LLP  
 125 Summer Street  
 Boston, MA 02110-1618  
 Ph. 617.443.9292  
 Fax. 617.443.0004 

 D. Scott Hemingway (pro hac vice)
 Hemingway & Hansen, LLP 
 1717 Main Street, Suite 2500 
 Dallas, Texas  75225 
 Ph: (214) 292-8301 
 Fax: (214) 739-5209 
 Attorneys for Plaintiff  
 M3Girl Designs, LLC

21

Case 1:10-cv-11566-JLT   Document 10    Filed 11/04/10   Page 23 of 25



22

CERTIFICATE OF SERVICE 

 I hereby certify that this document filed through the ECF system will be sent 
electronically to the registered participants as identified on the Notice of Electronic Filing (NEF) 
and paper copies will be sent to those indicated as non registered participants on the above date. 

/s/ Jack C. Schecter
      Jack C. Schecter (BBO# 652349)  

Case 1:10-cv-11566-JLT   Document 10    Filed 11/04/10   Page 24 of 25



 23 

CERTIFICATE PURSUANT TO LOCAL RULES 7.1 AND 37.1 

I certify that on November 4, 2010, counsel for the parties conferred by telephone in an 

effort to resolve the issues presented in this motion.  The parties were unable to reach an accord. 

Dated:  November 4, 2010    /s/ Jack C. Schecter    
Jack C. Schecter 
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